ARTICLES

WITHOUT PREAMBLE'

MARK A. LEMLEY*

ABSTRACT

The Federal Circuit is ignoring a significant share of the words of patent
claims. That’s a bad idea as a matter of policy. It’s virtually impossible to tell
when the court is going to do it. And it’s inconsistent with the idea that the claims
define the scope of the invention and with how the Supreme Court thinks about
claim construction and its closest analogies—statutory interpretation and
construing contracts.

The culprit is a labyrinthine set of rules that the Federal Circuit uses to decide
whether or not to include the “preamble” to a patent claim as part of the claim.
The words of the preamble, which can sometimes amount to more than half of
the whole claim, might or might not be treated as part of the invention depending
on a complex of factors, including whether the claim reads as a complete
sentence without it; whether the same words are used in both the preamble and
the body of the claim; whether the body of the claim includes the magic word
“said’’; whether the preamble merely posits a use, benefit, or environment for
the claim; and whether the preamble “breathes life and meaning into the claim.”

These preamble rules serve no useful purpose. If and when the Supreme Court
faces the issue, it should and will sweep the rule away. Patent applicants should
draft patents with that fact in mind, and the rest of us should interpret claims
with one eye on the fact that this is a doctrine whose days are numbered.
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INTRODUCTION

I’ll jump right in: The Federal Circuit is ignoring a significant share of the
words in patent claims. That’s a bad idea as a matter of policy. It’s virtually
impossible to tell when the court is going to do it. And it’s inconsistent with the
idea that the claims define the scope of the invention; with how the Supreme
Court thinks about claim construction; and with how the Court treats statutory
and contract interpretation, the closest analogies to patent claim construction.
Moreover, it is virtually impossible to tell when the Court is going to ignore
those words.

The culprit is a labyrinthine set of rules that the Federal Circuit uses to decide
whether or not to include the “preamble” to a patent claim as part of the claim.
The words of the preamble—which can sometimes amount to more than half of
the whole claim—might or might not be treated as part of the invention
depending on a complex of factors, including whether the claim reads as a
complete sentence without it;! whether the same words are used in both the
preamble and the body of the claim;? whether the body of the claim includes the
magic word “said”;? whether the preamble merely posits a use, benefit, or

I Well, a complete sentence by patent law standards. Claims are notoriously not written in
anything like normal English—a problem that at least one publicly minded patentee has
striven unsuccessfully to correct. £.g., Fressola v. Manbeck, No. 92-cv-00939, 1995 WL
656874, at *2-3 (D.D.C. Mar. 30, 1995) (finding that the “one-sentence rule has no impact on
the clarity of claims” and holding that it reasonably relates to the policy of 35 U.S.C. § 112);
see also Stephen Schott, An Appeal to the New Patent Office Director: Repeal the Single
Sentence Rule, PATENTLY-O (Sept. 18, 2009), https://cdn.patentlyo.com/media/docs/2009/09
/schott.sentence.patentlyo.pdf [https://perma.cc/VM2Z-F3WIJ]| (arguing against the one-
sentence rule). In the context that concerns us, some courts have looked to see that claim
preamble and body are syntactically sufficient on their own, for otherwise “it is not
immediately clear where the introductory preamble ends, and where the description of the
item(s) being claimed begins.” Stukenborg v. Teledyne, Inc., 299 F. Supp. 1152, 1156 (C.D.
Cal. 1969), aff’d, 441 F.2d 1069 (9th Cir. 1971).

2 E.g., Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1306 (Fed. Cir. 1999)
(reasoning that where the same words appear in both the preamble and the body of the claim,
“it is essential that the court charged with claim construction construe the preamble and the
remainder of the claim . . . as one unified and internally consistent recitation of the claimed
invention”).

3 E.g., Bondyopadhyay v. United States, 748 F. App’x 301, 306 (Fed. Cir. 2018) (holding
that preamble limited body where preamble introduced a “geodesic sphere phased array
antenna system” and body referred to “said geodesic sphere phased array structure”); Eaton
Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1339-40 (Fed. Cir. 2003) (holding that
preamble limited body where preamble introduced “drive train” and body referred to “said
drive train”).
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environment for the claim;* and whether the preamble “breathes life and
meaning into the claim.”>

In Part I, I discuss the bizarre body of law around patent claim preambles and
how the law got to its current confused state. In Part II, I suggest that the rules
serve no useful purpose and that if and when the Supreme Court gets the
opportunity, it should and will sweep the rules away. Patent applicants should
be drafting patents with that fact in mind, and the rest of us should be interpreting
claims with one eye on the fact that this is a doctrine whose days are—and should
be—numbered.

L THE SECRET LIFE AND MEANING OF PATENT CLAIMS

A. Claims and the Scope of the Patent

The claim is the heart of the patent document, the thing that defines what the
patentee does and doesn’t own. It is central to both a patent’s validity and
whether it is infringed,® and the pretrial process of “claim construction” at a
Markman hearing’ is the end of the line for many patent cases. Once the courts
determine what the patent actually covers by parsing the claims in a Markman
hearing, many cases settle or are resolved on summary judgment,® because if
there is any genuine dispute over what the patent covers, it is supposed to be

4 See infra notes 53-55 and accompanying text.

5 Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1118 (Fed.
Cir. 2004).

6 See Phillips v. AWH Corp., 415 F.3d 1303, 1314-15 (Fed. Cir. 2005) (en banc) (stressing
“the claims themselves” as providing “substantial guidance as to the meaning of particular
claim terms,” which may be dispositive for validity or infringement purposes).

7 The Markman hearing, named for the case that gave rise to them, is a pretrial hearing
where a court construes the meaning of the claims made in the patent. Markman v. Westview
Instruments, Inc., 517 U.S. 370, 390 (1996) (holding that claim construction is a question of
law, “notwithstanding its evidentiary underpinnings”).

8 Roughly 90% of cases settle before claim construction. Of those that make it to a
Markman hearing, 50%-80% settle thereafter but before trial. See JAMES C. YOON, IP
LITIGATION IN THE UNITED STATES 35-36 (2016), https://law.stanford.edu/wp-content/uploads
/2016/07/Revised-Stanford-August-4-2016-Class-Presentation.pdf  [https://perma.cc/45L6-
798C]; Vincent P. Kovalick, Markman Hearings and Their Critical Role in U.S. Patent
Litigation, LEXOLOGY (Oct. 31, 2009), https://www.lexology.convlibrary/detail.aspx?g=
0e57a3d5-d25e-415¢c-a0fe-f563¢5540f52  [https://perma.cc/3396-TSNW]  (noting  that
Markman outcomes frequently prompt settlement).
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resolved by the court at claim construction.? As coined by the father of the 1952
Patent Act, Judge Giles Rich, “the name of the game is the claim.”!?

Because of the importance of claim construction, we have various rules or
canons of construction to guide the process, as well as a hierarchy of interpretive
sources.!! There are entire treatises devoted to claim construction!? and at least
one compendium of every term that has ever been construed by a court.!3 While
many of those rules are complex—and even contradictory'*—the importance of
every word is a central, recurring theme in the claim construction cases. Courts
start (and often end) with the “plain meaning” of the words of the claim.!> And
many of the rules of construction make it clear that every word is supposed to

° See Eon Corp. IP Holdings v. Silver Spring Networks, Inc., 815 F.3d 1314, 1319 (Fed.
Cir. 2016) (“[A] district court’s duty at the claim construction stage is[] simply . . . to resolve
a dispute about claim scope that has been raised by the parties.”); O2 Micro Int’l Ltd. v.
Beyond Innovation Tech. Co., 521 F.3d 1351, 1360 (Fed. Cir. 2008) (“When the parties raise
an actual dispute regarding the proper scope of these claims, the court, not the jury, must
resolve that dispute.”). In the interest of full disclosure, I represented Silver Spring Networks
in Eon v. Silver Spring.

10 Giles S. Rich, Extent of Protection and Interpretation of Claims — American
Perspectives, 21 INT’L REV. INDUS. PROP. & COPYRIGHT L. 497, 499 (1990).

"' See Phillips, 415 F.3d at 1312-16. Such canons include: (1) giving terms their
“ordinary” meaning unless they have a “particular” meaning understood by persons having
ordinary skill in the relevant art or a “special definition” given by the patentee, id. at 1312-
16; (2) construing terms used in multiple claims consistently, id. at 1314; (3) construing
independent claims to not contain limitations specified only in dependent claims, id. at 1315;
(4) construing claims in view of specifications as one “integrated written instrument,” id.
(quoting Markman v. Westview Instruments, Inc., 52 F.3d 967, 978 (Fed. Cir. 1995), aff’d,
517 U.S. 370 (1996)); and (5) construing different words not to have the same meaning, see
Mark A. Lemley, The Limits of Claim Differentiation, 22 BERKELEY TECH. L.J. 1389, 1394
(2007) (discussing the use and limits of the doctrine of claim differentiation). See generally
PETER S. MENELL, MARK A. LEMLEY & ROBERT P. MERGES, INTELLECTUAL PROPERTY IN THE
NEW TECHNOLOGICAL AGE: 2017, at 347-52 (2017) (collecting canons and exemplar cases);
Peter S. Menell, Matthew D. Powers & Steven C. Carlson, Patent Claim Construction: A
Modern Synthesis and Structured Framework, 25 BERKELEY TECH. L.J. 711 (2010) (same).

12 See generally ROBERT C. KAHRL, PATENT CLAIM CONSTRUCTION (2d ed. 2019).

13 See generally STUART B. SOFFER & ROBERT C. KAHRL, THESAURUS OF PATENT CLAIM
CONSTRUCTION (Matthew Bender ed., 2017).

14 For example, courts may read the specification to understand and interpret terms but not
to limit those terms, and while there can be a fine line between interpreting and limiting terms,
Phillips left this line for courts to draw. See Phillips, 415 F.3d at 1323 (asserting, to the
amusement of many patent lawyers, that “the line between construing terms and importing
limitations can be discerned with reasonable certainty and predictability if the court’s focus
remains on understanding how a person of ordinary skill in the art would understand the claim
terms”).

15 See, e.g., id. at 1327 (quoting Elekta Instrument S.A. v. O.U.R. Sci. Int’l, Inc., 214 F.3d
1302, 1309 (Fed. Cir. 2000)).
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have meaning. The presence of a word in one claim and its absence in another
can be decisive under the doctrine of “claim differentiation”—for instance, as
when a court found that the term “baffles” in one claim must encompass more
than the “steel baffles” of a companion claim.!¢ Courts can read the rest of the
patent for context, but they cannot “read in” a limitation unless they can tie it to
a particular ambiguous word in the claim.!” Courts turn to dictionaries to define

16 See id. at 1324 (“The inclusion of such a specific limitation on the term ‘baffles’ in claim
2 [specifically, limiting the term to baffles ‘disposed at angles,’] makes it likely that the
patentee did not contemplate that the term ‘baffles’ already contained that limitation [in claim
1].”); cf. Ecolab, Inc. v. Paraclipse, Inc., 285 F.3d 1362, 1375 (Fed. Cir. 2002) (differentiating
claim specifying ultraviolet light from another not specifying light because, under the
strongest form of the doctrine, “each claim in a patent is presumptively different in scope”
(quoting Intermatic Inc. v. Lamson & Sessions Co., 273 F.3d 1355, 1364 (Fed. Cir. 2001))).
But ¢f Nystrom v. TREX Co., 424 F.3d 1136, 1143-46 (Fed. Cir. 2005) (declining to interpret
“board” in claim 1 as anything broader than “piece of sawed lumber,” despite thereby failing
to differentiate that use from the more specific use of “wooden board” in claim 16, because
anything broader in claim 1 would require invoking “obscure definitions that are not
supported by the written description or prosecution history” in a way unsupported by
Phillips). For an argument regarding why the claim differentiation canon should be applied
cautiously, see generally Lemley, supra note 11 (noting that drafters often intend
redundancy).

17 See Chimie v. PPG Indus., Inc., 402 F.3d 1371, 1378-79 (Fed. Cir. 2005) (“[T]he court’s
construction of the term . . . does not contravene the basic teaching that limitations from the
specification should not be imported to the claims.”); Menell, Powers & Carlson, supra note
11, at 34-35 (discussing dangers of courts construing ambiguous terms of degree precisely,
including creating limitations on claims and encroaching on jury’s role of determining
whether infringement occurred); ¢f. Comark Commc’ns, Inc. v. Harris Corp., 156 F.3d 1182,
1187 (Fed. Cir. 1998) (holding that claims may be interpreted with but not limited by their
specification where claim language is “so amorphous that one of skill in the art can only
reconcile the claim language with the inventor’s disclosure by recourse to the specification”
(emphasis added)).
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claim terms,!'8 except when the patentee chooses to define terms for itself.!® In
both instances, courts focus on the importance of individual words. The devotion
to the words of the claim is so great that the Federal Circuit has denied that the
words describing what’s actually new about the invention are any more
important than the others,? instead treating all words as equally important
whether they describe the patentee’s new contributions or existing technology.?!

It is no wonder, then, that the outcome of patent cases very often turns on a
dispute over the meaning of a single word. The Supreme Court has spoken on
the rules for claim construction three times in the last twenty-five years.?? The

18 See Tex. Dig. Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202 (Fed. Cir. 2002)
(“[Dlictionaries, encyclopedias and treatises are particularly useful resources to assist the
court in determining the ordinary and customary meanings of claim terms.”), abrogated en
banc by Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005).

Dictionary definitions are less important after Phillips, but they are still important. For more
authority regarding the use of extrinsic sources in claim construction, see generally Joseph
Scott Miller & James A. Hilsenteger, The Proven Key: Roles and Rules for Dictionaries at
the Patent Office and the Courts, 54 AM. U. L. REv. 829 (2005) (tallying Federal Circuit cases
and finding increased use of dictionaries just before Phillips, as well as arguing that Patent
Office should require applicants to declare preferred dictionaries to reduce unpredictability
and unfairness of dictionary choices in outcomes of litigation). But see generally Jessica C.
Kaiser, What’s That Mean? A Proposed Claim Construction Methodology for Phillips v.
AWH Corp., 80 CHL-KENT L. REv. 1009, 1018-31 (2005) (arguing against giving undue
weight to dictionaries in claim construction); Mark A. Lemley, Chief Justice Webster, lowA
L. Rev. (forthcoming 2020), https://papers.ssrn.com/sol3/papers.cfm?abstract id=3537211
[https:/perma.cc/48BH-4G3F] (noting the problems dictionaries created for claim
construction).

19 E.g., Jack Guttman, Inc. v. Kopykake Enters., Inc., 302 F.3d 1352, 1359-60 (Fed. Cir.
2002) (holding that patentee was its own lexicographer where specification defined “a
photocopy machine as that term is used herein”); Rexnord Corp. v. Laitram Corp., 274 F.3d
1336, 1342 (Fed. Cir. 2001) (“[A patentee can] choose to be his or her own lexicographer by
clearly setting forth an explicit definition for a claim term that could differ in scope from that
which would be afforded by its ordinary meaning.”).

20 E.g., Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861, 875 (Fed. Cir. 1985) (“[T]here is no
legally recognizable . . . ‘gist’ or ‘heart’ of the invention.”), overruled on other grounds by
Nobelpharma AB v. Implant Innovations, Inc., 141 F.3d 1059 (Fed. Cir. 1998); Medtronic,
Inc. v. Cardiac Pacemakers, Inc., 721 F.2d 1563, 1567 (Fed. Cir. 1983) (“[T]here is no legally
recognized ‘essence’ of the invention applicable in determining validity.”).

21 Except, of course, when they don’t. For a discussion of the refusal to recognize the point
of novelty, why this refusal makes no sense, and the various exceptions that courts have
carved out to the rule, see generally Mark A. Lemley, Point of Novelty, 105 Nw. U. L. REv.
1253 (2011).

22 Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2144 (2016) (concluding that
Congress did not specify standard for inter partes review and that Patent and Trademark
Office’s use of broadest reasonable interpretation is a reasonable exercise of its rulemaking
authority); Teva Pharm. USA, Inc. v. Sandoz, Inc., 135 S. Ct. 831, 835 (2015) (holding that
factual findings underlying claim construction are reviewed for clear error, while legal
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Federal Circuit (the appellate court that hears all patent cases) decided fifty
different claim construction cases between August 2018 and January 2019
alone.?* Quite often, claim construction cases came down to the meaning of
ordinary English words. One patentee lost a case because of the difference
between “therein” and “thereon.”®* In another case, a patent was rendered
entirely worthless because the claim said that the device should heat bread “to”
400 degrees, even though everyone understood that the patentee meant “at” 400
degrees.?> Cases rise and fall on the meaning of simple, commonly used words,
such as “portable,” “when,” “or,” “including,” “through,” and even “a.”2¢ “A” is
perhaps the most interesting example; it is the subject of dozens of Federal
Circuit decisions, and the Federal Circuit has interpreted it in no fewer than three
different ways.?” All of this reinforces the single, central point of patent claim
drafting: every word matters.?®

29 ¢

conclusions, naturally including those about a claim’s overall construction, are reviewed de
novo); Markman v. Westview Instruments, Inc., 517 U.S. 370, 390 (1996) (“We. .. think
there is sufficient reason to treat construction of terms of art like many other responsibilities
that we cede to a judge in the normal course of trial, notwithstanding its evidentiary
underpinnings.”).

23 See infra note 93.

24 Larami Corp. v. Amron, No. 91-cv-06145, 1993 WL 69581, at *6 (E.D. Pa. Mar. 11,
1993) (finding that Super Soaker water gun with water chamber on top of the body of the gun
(or, one might say, “thereon”) did not infringe patent claiming water guns with water
chambers “therein”), aff’d, No. 95-cv-01317, 1996 WL 192966 (Fed. Cir. Apr. 19, 1996).

25 Chef Am., Inc. v. Lamb-Weston, Inc., 358 F.3d 1371, 1371-72 (Fed. Cir. 2004) (reading
“to” literally in interpreting claim as heating bread to, rather than at, specified temperature).

26 Eon Corp. IP Holdings v. Silver Spring Networks, Inc., 815 F.3d 1314, 1322 (Fed. Cir.
2016) (basing decision on meaning of “portable”); Kustom Signals, Inc. v. Applied Concepts,
Inc., 264 F.3d 1326, 1331-32 (Fed. Cir. 2001) (basing decision on meaning of “or”); Toro Co.
v. White Consol. Indus., Inc., 199 F.3d 1295, 1301-02 (Fed. Cir. 1999) (deciding case based
on meaning of “including”); Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 1420, 1430-31
(Fed. Cir. 1997) (basing decision on meaning of “through”); N. Am. Vaccine, Inc. v. Am.
Cyanamid Co., 7 F.3d 1571, 1575-76 (Fed. Cir. 1993) (basing decision on meaning of “a”);
see also Dan L. Burk & Mark A. Lemley, Fence Posts or Sign Posts? Rethinking Patent Claim
Construction, 157 U. PA. L. REv. 1743, 1744-45 (2009) (discussing patent cases turning on
construction of common words).

27 “A” can mean “one or more” (as it does in the majority of cases), e.g., Free Motion
Fitness, Inc. v. Cybex Int’l, Inc., 423 F.3d 1343, 1350 (Fed. Cir. 2005); “one and only one,”
e.g., Norian Corp. v. Stryker Corp., 432 F.3d 1356, 1359 (Fed. Cir. 2005) (construing “a” to
mean a singular one); and, occasionally, “a patient” can mean “the general class of persons to
whom the patented compositions are directed, i.e., a patient population.” Braintree Labs., Inc.
v. Novel Labs., Inc., 749 F.3d 1349, 1357 (Fed. Cir. 2014).

28 See, e.g., Exxon Chem. Patents, Inc. v. Lubrizol Corp., 64 F.3d 1553, 1557 (Fed. Cir.
1995) (“We must give meaning to all the words in [the patentee’s] claims.”), vacated, 137
F.3d 1475 (Fed. Cir. 1998); Kristen Osenga, The Shape of Things to Come: What We Can
Learn from Patent Claim Length, 28 SANTA CLARA HIGH TECH. L.J. 617, 634 (2011)
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B. The Preamble Morass

But there is one exception to the overarching rule that every word matters,
and it’s a gigantic one: the words of the claim might not matter if they are in the
“preamble” rather than the “body” of the claim. Preambles introduce the claim
and often precede a transition term (“‘comprising” or “consisting of”’) which, in
turn, is followed by a list of elements.?® Some preambles are quite short: “A toy,
comprising . . . .”30 Others would seem to be quite substantial portions of the
claim, such as: “Apparatus for the manufacture of thread or the like in which the
thread or the like is at all times accessible from a working face defined as a
vertical plane paralleling the longitudinal axis of the apparatus as a
whole . .. 3!

It’s not that the preamble is never treated as part of the claim. Rather, it might
or might not be. And even the courts can’t fully explain when the preamble
counts and when it doesn’t. The Federal Circuit has said that “[n]o litmus test
can be given with respect to when the introductory words of a claim, the
preamble, constitute a statement of purpose for a device or are, in themselves,
additional structural limitations of a claim.”3? It has described one of its primary
tests as “somewhat circular,” and indeed it is: “[L]anguage in the preamble
further limits the claim if such is ‘necessary to give meaning to the claim[s] and
properly define the invention.”””33 The court often refers to this as deciding
whether the preamble “breathes life and meaning into the claims.”3

(explaining that the first independent claim is typically the shortest and thereby least limited
claim).

29 See ROBERT PATRICK MERGES & JOHN FITZGERALD DUFFY, PATENT LAW AND POLICY:
CASES AND MATERIALS 33-34 (7th ed. 2017) (explaining nature of preamble and its placement
within patent).

30 Larami Corp. v. Amron, No. 91-cv-06145, 1993 WL 69581, at *4 (E.D. Pa. Mar. 11,
1993), aff’d, No. 95-cv-01317, 1996 WL 192966 (Fed. Cir. Apr. 19, 1996).

31 In re Jannell, 120 F.2d 1012, 1014 (C.C.P.A. 1941); ¢f Bicon, Inc. v. Straumann Co.,
441 F.3d 945, 948-49 (Fed. Cir. 2006) (holding that fifty-four word preamble limits the claim,
while acknowledging that claim was “difficult claim to make sense of”); Eaton Corp. v.
Rockwell Int’l Corp., 323 F.3d 1332, 1335-36, 1340 (Fed. Cir. 2003) (holding that preamble
of nearly 300 words imposed limitations on claim body of just over 100 words because body
depended on structures and terms introduced in preamble).

32 Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed. Cir.
1989).

33 In re Gold, 29 F.3d 644, 1994 WL 233115, at *3 (Fed. Cir. 1994) (unpublished table
decision) (second alteration in original) (quoting /n re Fritch, 972 F.2d 1260, 1262 (Fed. Cir.
1992)).

34 The case originating this exact language is Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861,
866 (Fed. Cir. 1985) (“Although it appears in the preambles of the 012 patent claims, the
term ‘anaerobic’ breathes life and meaning into the claims and, hence, is a necessary limitation
to them.”), overruled on other grounds by Nobelpharma AB v. Implant Innovations, Inc., 141
F.3d 1059 (Fed. Cir. 1998). Cases quoting Loctite Corp. include Marrin v. Griffin, 599 F.3d
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Other framings are similarly unrevealing. The Federal Circuit has said that
language appearing in the preamble limits the claim where “that language is
essential to particularly point out the invention defined by the claims.”3 Tt has
also said that “[t]he effect preamble language should be given can be resolved
only on review of the entirety of the patent to gain an understanding of what the
inventors actually invented and intended to encompass by the claim.”3¢ And that
“[w]hether preamble language is ‘necessary’ or ‘essential’ is ‘a matter to be
determined on the facts of each case in view of the claimed invention as a
whole.”””37 But none of that detracts from the central point: no one, least of all
the courts, knows when preambles limit claims.

That doesn’t prevent the court from trying to come up with a less conclusory
or circular framework by developing new subtests. It sometimes focuses on
whether the part of the claim after the preamble describes a complete thought3®

1290, 1297 (Fed. Cir. 2010); Bell Communications Research, Inc. v. Vitalink Communications
Corp., 55 F.3d 615, 620 (Fed. Cir. 1995); In re Paulsen, 30 F.3d 1475, 1479 (Fed. Cir. 1994);
and In re Gold, 29 F.3d 644, 1994 WL 233115, at *3.

An earlier expression of the same idea is found in Kropa v. Robie, 187 F.2d 150, 152
(C.C.P.A. 1951) (“[T]he preamble was considered necessary to give life, meaning and vitality
to the claims or counts.”). Sometimes the court describes the same idea differently. E.g.,
Perkin-Elmer Corp. v. Computervision Corp., 732 F.2d 888, 896 (Fed. Cir. 1984) (“Those
limitations appear in the preamble, but are necessary to give meaning to the claim and properly
define the invention.”). One of the earliest appearances of this idea is Schram Glass
Manufacturing Co. v. Homer Brooke Glass Co., 249 F. 228, 232-33 (7th Cir. 1918) (holding
that preamble may read on claim body where necessary “to give life and meaning and vitality”
to the claim).

35 Diversitech Corp. v. Century Steps, Inc., 850 F.2d 675, 678 (Fed. Cir. 1988) (quoting In
re Bulloch, 604 F.2d 1362, 1365 (C.C.P.A. 1979)).

36 Corning Glass Works, 868 F.2d at 1257.

37 E.g., In re Gold, 29 F.3d 644, 1994 WL 233115, at *3 (quoting In re Stencel, 828 F.2d
751, 754 (Fed. Cir. 1987)).

38 E.g., Eaton Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1339 (Fed. Cir. 2003) (“‘[I]f
the body of the claim sets out the complete invention,’ then the language of the preamble may
be superfluous.” (quoting Schumer v. Lab. Comp. Sys., Inc., 308 F.3d 1304, 1310 (Fed. Cir.
2002))); Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999)
(“If, however, the body of the claim fully and intrinsically sets forth the complete invention,
including all of its limitations, and the preamble offers no distinct definition of any of the
claimed invention’s limitations, but rather merely states, for example, the purpose or intended
use of the invention, then the preamble is of no significance to claim construction because it
cannot be said to constitute or explain a claim limitation.”); Kropa, 187 F.2d at 152 (“Of the
thirty-seven cases of this court we have reviewed with respect to this problem it appears that
the preamble has been denied the effect of a limitation where the claim or count was drawn
to a structure and the portion of the claim following the preamble was a self-contained
description of the structure not depending for completeness upon the introductory
clause . ...”). But cf. Abbott Labs. v. Impax Labs., Inc., No. 2:10-cv-01322, 2011 WL
3235699, at *3 (D.N.J. July 25, 2011) (“Plaintiff argues that the claim can survive the deletion



2020] WITHOUT PREAMBLE 367

or is expressed in a complete sentence.?® It has asked whether the words of the
body of the claim first appear in the preamble*? and in particular whether the
body of the claim refers back to the mention of the term in the preamble—for
example, by using the word “said.”*!

As a corollary to those grammar-forward tests, the court will sometimes ask
whether the claim body is structurally complete.*? If it is, then the preamble is
excluded.®* Those cases typically involve preambles that merely name the
invention (e.g., “control apparatus”),** announce purposes and uses for that
structure (e.g., “[a] filter assembly for use with a bottle . . . to simultaneously
cap the neck or open end and filter liquid poured out of the bottle”),* or extol

of the disputed phrase [intact] as a complete invention, but that fails to explain why it was
added in the first place.”).

39 Intirtool, Ltd. v. Texar Corp., 369 F.3d 1289, 1295 (Fed. Cir. 2004) (“[1]f the body of
the claim ‘describes a structurally complete invention such that deletion of the preamble
phrase does not affect the structure or steps of the claimed invention,” the preamble is
generally not limiting ....” (citation omitted) (quoting Catalina Mktg. Int’l, Inc. v.
Coolsavings.com, Inc., 289 F.3d 801, 809 (Fed. Cir. 2002))). Courts have looked to see that
a claim’s preamble and body are syntactically distinct sentences, for otherwise “it is not
immediately clear where the introductory preamble ends, and where the description of the
item(s) being claimed begins.” Stukenborg v. Teledyne, Inc., 299 F. Supp. 1152, 1156 (C.D.
Cal. 1969), aff’d, 441 F.2d 1069 (9th Cir. 1971).

4 Cf, e.g., Catalina Mktg. Int’l, 289 F.3d at 808 (“[D]ependence on a particular disputed
preamble phrase for antecedent basis may limit claim scope because it indicates a reliance on
both the preamble and claim body to define the claimed invention.” (citing Bell Commc’ns
Research, Inc. v. Vitalink Commc’ns Corp., 55 F.3d 615, 620 (Fed. Cir. 1995))).

41 E.g., Eaton Corp., 323 F.3d at 1339 (holding that preamble limited body where preamble
introduced “drive train” and body referred to “said drive train”). Of course, beyond the
preamble context, the word “said” is also construed to signal that what follows refers to the
same term as previously described and reincorporates its limitations. See Baldwin Graphic
Sys., Inc. v. Siebert, Inc., 512 F.3d 1338, 1342 (Fed. Cir. 2008) (holding, outside preamble
context, that “[t]he subsequent use of definite articles ‘the” or ‘said’ in claim to refer back to
same claim term”).

42 See Rowe v. Dror, 112 F.3d 473, 478 (Fed. Cir. 1997) (stating that preamble is not
limiting “where a patentee defines a structurally complete invention in the claim body and
uses the preamble only to state a purpose or intended use for the invention” (citing Bell
Commc 'ns, 55 F.3d at 620; Kropa, 187 F.2d at 152)).

4 Id. (holding that if body of claim fully sets forth invention and preamble merely states
invention’s purpose or intended use, then preamble is of no significance to claim
construction).

4 See IMS Tech., Inc. v. Haas Automation, Inc., 206 F.3d 1422, 1434 (Fed. Cir. 2000)
(holding that preamble phrase “control apparatus” does not limit claim when it merely gives
a descriptive name to the claimed invention).

4 See Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1118
(Fed. Cir. 2004) (finding that preamble did not add limitation to claim because it recited
purpose or intended use of invention).



368 BOSTON UNIVERSITY LAW REVIEW [Vol. 100:357

the benefits of the structure without adding any further limitations (e.g., touting
a lacrosse stick head’s “improved playing and handling characteristics™).4¢ If the
preamble is just a name, use, benefit, or result, these tests say, we don’t include
it as limiting.

We don’t—until we do. Sometimes those kinds of preambles are limiting.
Without the preamble, the claim body might make sense in the abstract but be
“divorced from reality”#’—or at least from the name, use, benefit, or result.*?
Courts then sometimes search for something more in the specification and use
what they find to treat the preamble as limiting.4® The leading case in this line,
for instance, concerned a preamble introducing an “optical waveguide.”>® The
claim body appeared to disclose a fiber optics structure already known in the art,
but the specification showed how to optimize that structure for use as a
“waveguide”—and those limitations were read into the claim.’! One
commentator likened the rule to barring an outcome where a claim to “[a]
cigarette, comprising . . . ” would be ruled anticipated by a barrel of tobacco.>?

Nor does the “structurally complete invention” test exclude only uses or
benefits from the scope of the patent claim. Thus, courts have sometimes
excluded from the scope of the claim the environment in which the invention

46 See STX, LLC v. Brine, Inc., 211 F.3d 588, 591 (Fed. Cir. 2000) (finding that preamble
did not limit claim because the body of the claim was a self-contained description that could
stand alone).

47 Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed. Cir.
1989) (holding that preamble limited scope of invention to optical waveguides rather than all
optical fibers).

4 See Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861, 866 (Fed. Cir. 1985) (finding that
preamble “breathes life and meaning” into claim because patent step “to cure” requires
“anaerobic” cure provided in preamble), overruled on other grounds by Nobelpharma AB v.
Implant Innovations, Inc., 141 F.3d 1059 (Fed. Cir. 1998); Perkin-Elmer Corp. v.
Computervision Corp., 732 F.2d 888, 896 (Fed. Cir. 1984) (“[The] limitations appear in the
preamble [and] are necessary to give meaning to the claim and properly define the
invention.”); Kropa v. Robie, 187 F.2d 150, 152 (C.C.P.A. 1951) (holding that preamble was
essential to delineate invention defined in body of claim).

4 See Anthony R. McFarlane, 4 Question of Claim Interpretation: When Does the
Preamble Limit the Scope of a Claim?, 85 J. PAT. & TRADEMARK OFF. SOC’Y 693, 704-08
(2003) (discussing cases where preamble is essential to point out invention, thereby limiting
scope of claim).

0 Corning Glass Works, 868 F.2d at 1256-57 (finding that in order for claim to be properly
read in light of specification, term “optical waveguide” must be given effect).

1 Id. at 1257 (“[The] specification makes clear that the inventors were working on the
particular problem of an effective optical communication system not on general
improvements in conventional optical fibers.”).

2 Vincent Millin, PTO Practice: Preamble-Prelude to Patentability, 72 J. PAT. &
TRADEMARK OFFE. SOC’Y 348, 358 (1990) (“The effect or weight that preamble language
should be given can be resolved only on understanding what the inventors actually invented
and intended to encompass by the claim.”).
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will operate (treating the patent as covering a needle but not the housing in which
it is set, for instance).3? But other preambles that just describe the environment—
most notably Jepson claims—do treat the preamble as limiting.>* The relevant
limitations from the prior art are read into the claim.

One final rule is that when the prosecution history shows that the applicant
relied on the preamble to overcome prior art, the preamble’s limitations later
apply during litigation.’® That test can override other tests—but only if the
prosecution history is “clear” and “unmistakable.”>” And that rule doesn’t help
the examiner; it applies only in litigation.

The result is that it is impossible to predict with confidence whether the words
of the preamble will actually be treated as part of the claim. Whether a use stated
in the preamble imparts a limitation is rarely clear.’® Indeed, cases with
seemingly indistinguishable facts regularly come out in opposing ways. In
Bristol-Myers Squibb Co. v. Ben Venue Laboratories, Inc.,>® for instance, the
Federal Circuit found that the preamble “for treating a cancer patient to effect
regression of a taxol-sensitive tumor” did not limit the claim by requiring the
sort of optimization described in the specification to make the treatment meet

33 C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1350 (Fed. Cir. 1998) (holding that
claimed invention was directed to needle and not the housing in which needle fits).

34 Kegel Co. v. AMF Bowling, Inc., 127 F.3d 1420, 1426 (Fed. Cir. 1997) (“[W]hen this
form is employed, the claim preamble defines not only the context of the claimed invention,
but also its scope.” (citing Rowe v. Dror, 112 F.3d 473, 479 (Fed. Cir. 1997))). Jepson claims
describe the prior art in the preamble and then identify what they do to improve that prior art.
See McFarlane, supra note 49, at 704 (“[A] Jepson claim is a combination claim which
comprises an admittedly prior art portion and an improved portion.”). A Jepson claim might
read, for example: “In an automobile having four wheels, a motor, a windscreen, and a
steering apparatus, the improvement comprising an intermittent mechanical wiper that moves
transversely across said windscreen.”

35 See 3 DONALD S. CHISUM, CHISUM ON PATENTS § 8.06[1][c] (2018) (“[T]he preamble in
a Jepson claim does constitute a limitation for purposes of determining patentability and
infringement.”); Catalina Mktg. Int’l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 808 (Fed.
Cir. 2002) (“Jepson claiming generally indicates intent to use the preamble to define the
claimed invention, thereby limiting claim scope.” (citing Rowe, 112 F.3d at 479)); Epcon Gas
Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d 1022, 1029 (Fed. Cir. 2002) (finding that
preamble in Jepson format provides limitation because it allows preamble to define the scope
of invention); Kegel Co., 127 F.3d at 1426 (limiting Jepson claim by its preamble in case
concerning improvements to bowling lane maintenance machines).

36 Catalina Mktg. Int’l, 289 F.3d at 808 (citing Bristol-Myers Squibb Co. v. Ben Venue
Labs., Inc., 246 F.3d 1368, 1375 (Fed. Cir. 2001)) (holding that reliance on preamble to
distinguish prior art indicates use of preamble to define invention).

57 Id. at 809 (holding that preamble may limit claim only if applicant “clearly and
unmistakably” relied on preamble statements to distinguish prior art).

38 See McFarlane, supra note 49, at 713 (explaining that claim construction is highly
contextual and requires consultation with specification and prosecution history).

59 246 F.3d 1368 (Fed. Cir. 2001).
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this purpose.®® By contrast, in Griffin v. Bertina,®' the court found that the
preamble “for diagnosing an increased risk for thrombosis” did limit the claim. %2

Similar challenges emerge when examining whether capabilities or benefits
stated in the preamble impliedly impose structure on the claim. “A base for the
support of equipment” implied an additional structure (the purpose of support)
and the preamble was read into the claim,® whereas a lacrosse stick “which
provides improved playing and handling characteristics” did not imply
additional structure and was not read into the claim.%

When a preamble announces an environment in which the invention will
operate, courts also come to varied results. Where a preamble described “[a]
driver for setting a joint of a threaded collar,” the lobed attribute of the collar
described in the title, specifications, and preamble imparted limitations to the
claimed driver.®> But where a preamble described “[a] filter assembly for use
with a bottle,” the attributes of that bottle did not impart limitations to the filter
assembly.® Similarly, one court held that “a method for conducting an
autocatalytic reaction in plugs in a microfluidic system” need not actually occur
in a microfluidic system, even though the body of the claim as well as the
preamble makes reference to a microfluidic system.%’

The result is confusion. This has led some judges to throw up their hands,
with one advocating that “a rule recognizing that all preambles are limiting

60 Jd. at 1376 (finding that preamble only provided statement of purpose and intended
result because claim was not directed to new use).

61 285 F.3d 1029 (Fed. Cir. 2002).

62 Jd. at 1033 (finding that preamble provided limitation because claim’s body was devoid
of meaning and purpose); see also McFarlane, supra note 49, at 709-11 (comparing Bristol-
Mpyers Squibb and Griffin to hold that preamble must be evaluated on each case’s facts).

63 See Diversitech Corp. v. Century Steps, Inc., 850 F.2d 675, 678 (Fed. Cir. 1988) (finding
that preamble provided limitation because no other reference addressed all elements of claim);
Millin, supra note 52, at 354-55 (discussing Diversitech).

64 See STX, LLC v. Brine, Inc., 211 F.3d 588, 591 (Fed. Cir. 2000) (holding that claim
body was structurally complete because preamble was not essential in distinguishing claim
from prior art).

85 In re Stencel, 828 F.2d 751, 752-53 (Fed. Cir. 1987) (finding that preamble limited claim
because it is more than mere statement of intended use providing setting or background for
words that follow); see also Millin, supra note 52, at 353-54 (discussing In re Stencel).

% Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1118 (Fed.
Cir. 2004) (declining to decide whether preamble added limitation to claim because it recited
purpose or intended use).

67 Bio-Rad Labs. Inc. v. 10X Genomics, Inc., 396 F. Supp. 3d 368, 381 (D. Del. 2019)
(finding that when limitations in the body of a claim rely on and derive their basis from the
preamble, then the preamble may act as a necessary component of the invention), appeal filed,
No. 19-2285 (Fed. Cir. Aug. 19, 2019).
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would make better sense and would better serve the interests of all concerned.”%
Another has boldly said that, in effect, every preamble is already always
limiting—it’s just “not limiting” where its limits are redundant or blocked by
other doctrine.®® In other words, there is no “‘presumption’ that preamble
language is irrelevant to claim scope . . . . To the contrary, . . . in each case [the
Federal Circuit] considered the entirety of the claim and reached a claim
construction consistent with the scope of the invention set forth in the
specification.”70

Alas, not only were both judges pointing in opposite directions, but they also
were both dissenting. The doctrine is so confused that Federal Circuit judges
can’t even agree on whether it exists at all.

C. Well, How Did We Get Here?

So where does this odd rule come from? It helps to first ask where preambles
come from. Patents in the early days didn’t have claims; the patent covered the
invention described in the body (or specification) of the patent and things close
enough to it.”! Patentees in the mid-nineteenth century began to add statements
in their patents to distinguish things they claimed to be new from things they
didn’t. These “claims” started out identifying the core of the invention.”? Over
time, they evolved to try to define the outer boundaries of the invention rather
than its core—a move from “central” to “peripheral” claiming or, as Dan Burk
and I have described it, from a system of sign posts to a system of fence posts.”
By 1870, claims had become required in patents, and courts treated them as the
legal definitions of the invention.”*

This history drove the structure of claims. Because they started out as efforts
to distinguish what was new from what wasn’t, many claims took the form of
so-called Jepson claims, defining the prior technology and then identifying the

% Am. Med. Sys., Inc. v. Biolitec, Inc., 618 F.3d 1354, 1363-64 (Fed. Cir. 2010) (Dyk, J.,
dissenting) (arguing that rule that recognizes all preambles as limitations would ensure that
patentees have burden of drafting patents that avoid confusion as to scope of inventions).

9 Marrin v. Griffin, 599 F.3d 1290, 1296-97 (Fed. Cir. 2010) (Newman, J., dissenting)
(opining that while terms in preamble are generally limitations, effect of preamble depends
on how invention is claimed).

70 Id. at 1298-300 (first citing Intirtool, Ltd. v. Texar Corp., 369 F.3d 1289, 1296 (Fed.
Cir. 2004); then citing Catalina Mktg. Int’l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 810
(Fed. Cir. 2002); and then citing Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A.,
944 F.2d 870, 880 (Fed. Cir. 1991)).

"1 Burk & Lemley, supra note 26, at 1766-67.

2 Id. at 1767 (explaining that claim statements originated from concern that specifications
could provide invalid, overreaching attempts to claim elements in prior art).

73 Id. at 1767-68 (explaining that interpretation of claims as outer boundaries evolved as
continuation of strict construction approaches).

74 Id. at 1769 (stating that changing practices of courts and patent drafters drove claiming
practice).
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claimed improvement to that technology. One early scholar attributed the
convention of using preambles to Aristotelian taxonomies: each patentee states
a “genus” (the preamble), and then a “differentia” (the body), claiming the
species illuminated.”> On this theory, the preamble helped fix the field of prior
art,”® often succinctly reiterating and disclaiming prior art mentioned in the
specification, in order to locate and claim an improvement therein.”’ The
preamble also served a less legalistic need: the patentee’s “yearning for pictorial
completeness.””® One could imagine patent drafters writing preambles not only
for examiners but also for clients or investors who wanted to understand what
an invention did. Finally, preambles exist in other legal documents like statutes
and some contracts, and patent claim preambles were consistent with this legal
tradition.”

75 See 2 EMERSON STRINGHAM, PATENT CLAIMS: A DRAFTER’S MANUAL § 5001, at 29
(1939) (“[A] claim is a definition, and . . . the aristotelian definition consists of genus and
differentia, the introductory expression of a patent claim naming its genus, the rest of the
claim its differentia.”); David R. Pressman, Case Note, In re Dean, 291 F.2d 947 (1961), 30
GEO. WaSH. L. REv. 380, 382 (1961) (“Stringham gives several reasons why most claims are
cast in the form utilizing an introductory clause or preamble: (1) A claim is a definition, and
persons of European origin are most accustomed to the Aristotelian definition which consists
of a genus (the preamble) and a differentia (the claim body).” (footnote omitted)).

76 2 STRINGHAM, supra note 75, § 5612, at 1007 (“The principal purpose of the
introductory expression is to fix the class.”); Pressman, supra note 75, at 382 (“The
introductory clause fixes the field of art and search class for the claims.”).

7 This point was described well in an early Supreme Court case:

When a [person] supposes he has made an invention or discovery useful in the arts,
and therefore the proper subject of a patent, it is, nine times out of ten, an improvement
of some existing article, process, or machine, and is only useful in connection with it. It
is necessary, therefore, for him, in his application to the Patent Office, to describe that
upon which he engrafts his invention, as well as the invention itself; and, in cases where
the invention is a new combination of old devices, he is bound to describe with
particularity all these old devices, and then the new mode of combining them, for which
he desires a patent. It thus occurs that, in every application for a patent, the descriptive
part is necessarily largely occupied with what is not new, in order to an understanding
of what is new.

The act of Congress, therefore, very wisely requires of the applicant a distinct and
specific statement of what he claims to be new, and to be his invention. In practice, this
allegation of the distinct matters for which he claims a patent comes at the close of the
schedule or specification, and is often accompanied by a disclaimer of any title to certain
matters before described, in order to prevent conflicts with pre-existing patents.

Merrill v. Yeomans, 94 U.S. 568, 570 (1877).

78 2 STRINGHAM, supra note 75, § 5612, at 1008 (“We wish to find in a claim a sort of
picture or ikon of the instrumentality of the patent.”).

7 The preamble in this early patent shows a style more akin to other legal documents:

Having thus fully described the nature of my invention, in the improved construction of

the speeder, double speeder, or fly-frame, what I claim therein as new, and desire to

secure by letters patent, is the arrangement of the spindles and flyers in two rows, in
combination with the described arrangement of gearing. And this I claim, whether the
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The last example perhaps comes closest to explaining a presumption against
reading preambles as limiting. We normally treat “whereas” clauses in statutes
and contracts as precatory, not as defining legal obligations. But even in those
contexts, that prefatory material can matter. As Chief Justice Marshall
recognized in 1805 with respect to statutory construction, while “[w]e admit that
neither a title nor preamble can control the express words of the enacting clauses
[of an act,] . . . if these are ambiguous, you may resort to the title or preamble to
elucidate them.”80 In any event, “whereas” clauses seem more akin to other parts
of the patent, like the abstract or background of the invention, than to the
preambles of claims themselves. After all, preambles purport to be part of the
legal definition of the invention, following the prefatory material and
immediately following the statement “I claim.”

Given that there is not a clear historic basis for presuming the preamble to be
nonlimiting, it’s perhaps unsurprising that courts historically treated preambles
as a limiting part of the claim. A circuit court in 1845, before formal claims were
widespread, suggested that generally “all [parts of the patent application] are
examined together” to understand what is claimed, “unless the formal clause
seems explicitly to exclude the rest, and require a decision on itself alone.”8!
And when faced with a preamble in 1912, Judge Learned Hand held that the
preamble was limiting: “[A] court should, on the one hand, try sympathetically
and intelligently to understand what the inventor meant by the words he used,
and, on the other, should hold him to that meaning, or candidly avow that his
patent is not the measure of his rights.”8? Shortly thereafter, the Seventh Circuit
held that even where a preamble does not add an element to the claim “it should

said gearing be arranged precisely as herein represented, or in any other manner which

is substantially the same, producing a like result, upon the same principle.

Davoll v. Brown, 7 F. Cas. 197, 198 n.2 (C.C.D. Mass. 1845) (No. 3662) (quoting U.S. Patent
No. 3089 (issued May 19, 1843)).

80 United States v. Fisher, 6 U.S. (2 Cranch) 358, 368 (1805).

81 Here is its full account:

Sometimes the preamble [of the entire patent, it seems], even, may be resorted to for

ascertaining the object of the specification. Sometimes, the body of the specification.

Sometimes, the summing up. And sometimes, the formal clause at the end of the

specification. Generally, all of them are examined together, unless the formal clause

seems explicitly to exclude the rest, and require a decision on itself alone.
Davoll, 7 F. Cas. at 199 (citations omitted).

82 Motion Picture Patents Co. v. Indep. Moving Pictures Co. of Am., 200 F. 411, 415 (2d
Cir. 1912) (affirming and instating, in full and as its own, lower-court opinion of Judge
Learned Hand). Judge Hand goes on to describe the claim in exasperated tones:

Now when the patentee says that his invention consists of an apparatus for projecting
pictures, he is speaking not of a single disclosure, used for purposes of illustration, but
of what the “invention” is, and the “invention” is to be found in his claims. It is precisely
equivalent to saying, “What is to be found in my claims is an apparatus,” etc.

Id. (emphasis added).
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not for that reason be ignored,” as it could modify the body just as “an adjective
or adverb that limits, enlarges, or qualifies the word it modifies.”%3

Nonetheless, a series of cases beginning in the late nineteenth century—
mostly arising out of the Patent and Trademark Office (“PTO”) and appealed to
the Court of Customs and Patent Appeals—ignored the words in the preamble.
Many of those cases actually did so because the PTO wanted to reject patent
applications that merely put an existing structure to a new use. Courts
considering those cases say things like “the patentability of apparatus claims
must be shown in the structure claimed and not merely upon a use, function, or
result thereof.”®* The original meaning of that statement was that “[w]here the
functional statement recites merely the inevitable mode of operation of the
structure specified, [it] cannot be used to distinguish from the prior art.”’85 That
makes sense as far as it goes; describing how the device necessarily behaves
doesn’t change the scope of the patent from just describing the device itself. But
that rule got translated over time to a doctrine that “[t]he preamble of a claim
does not limit the scope of the claim when it merely states a purpose or intended
use of the invention.”#6 This is a much broader claim, because it eliminates from
consideration new uses to which the claim might be limited.

Similarly, merely describing a newly discovered benefit of an existing
technology is not alone patentable.’” That too got translated into a statement that
“preamble language merely extolling benefits or features of the claimed

8 See Schram Glass Mfg. Co. v. Homer Brooke Glass Co., 249 F. 228, 232-33 (7th Cir.
1918) (“While it is true that this clause of itself does not describe an element in the
combination, it should not for that reason be ignored.”). This is also the case that gave rise to
the “life and meaning and vitality” language addressed above. Contra Nye Tool & Mach.
Works v. Crown Die & Tool Co., 292 F. 851, 853 (7th Cir. 1923) (noting that “the most that
the preliminary words can accomplish is to clarify or give significance to the language used
in describing the individual elements” rather than create claim elements themselves).

84 In re Gardiner, 171 F.2d 313, 315-16 (C.C.P.A. 1948); accord In re Dense, 156 F.2d
76, 77 (C.C.P.A. 1946) (“In article claims invention must be described in terms of structure
and not those of intended use.”).

85 RIDSDALE ELLIS, PATENT CLAIMS § 274, at 360 (1949); see also Gynex Corp. v. Dilex
Inst. of Feminine Hygiene, 85 F.2d 103, 105 (2d Cir. 1936) (“[ W]hat follows after the word
‘whereby’ . . . described nothing except in terms of an asserted result.”).

8 In re Paulsen, 30 F.3d 1475, 1479 (Fed. Cir. 1994); see also Innova/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1118 (Fed. Cir. 2004) (“Language in a
preamble limits a claim where it breathes life and meaning into the claim, . . . but not where
it merely recites a purpose or intended use of the invention.”).

87 Brassica Protection Prods. LLC v. Sunrise Farms (In re Cruciferous Sprout Patent
Litig.), 301 F.3d 1343, 1352 (Fed. Cir. 2002) (“While Brassica may have recognized
something about sprouts that was not known before, Brassica’s claims do not describe a new
method.”); Marston v. J. C. Penney Co., 353 F.2d 976, 986 (4th Cir. 1965) (“The fact that
Penney’s chaise has no useful/ buoyancy is immaterial . . . .”).
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invention does not limit the claim scope.”®® And one early treatise took the
position that a “whereby” clause that explains what a machine does “adds
nothing that aids patentability as it is purely explanatory of the modus operandi
of the structure claimed.”®® These cases seem to show that particular preambles
standing alone didn’t create patentable distinctions over the prior art, but the
cases got reified into more-or-less general rules that preamble terms of this sort
didn’t matter at all.®

But even then, the courts weren’t consistent. As we have seen, the courts’
statements about preambles are all over the map. That was true a century ago as
well. Reviewing the early history and collecting thirty-seven cases in 1951, the
Federal Circuit’s predecessor court struggled to define a coherent rule for how
to address preambles. In Kropa v. Robie,®! the court found that preambles denied
effect where the body was “not depend[ing] for completeness upon the
introductory clause” (such as when the preamble merely stated a purpose or use)
and given effect “expressly or by necess[ity]” where the body depended on the

8 Catalina Mktg. Int’l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 809 (Fed. Cir. 2002)
(“Thus, preamble language merely extolling benefits or features of the claimed invention does
not limit the claim scope without clear reliance on those benefits or features as patentably
significant.”); Bristol-Myers Squibb Co. v. Ben Venue Labs., Inc., 246 F.3d 1368, 1375 (Fed.
Cir. 2001) (“[O]ne cannot obtain a valid patent on a known use of a known process that has
been described in the literature more than one year prior to the date of one’s invention. Such
processes are old, regardless of the relative success of the prior and later participants.”); STX,
LLC v. Brine, Inc., 211 F.3d 588, 591 (Fed. Cir. 2000) (“In fact, the patent examiner’s
rejection of the claim for obviousness even after the preamble language was added, suggests
that the phrase was not essential in distinguishing it over the prior art, and was not decisive in
securing allowance of the claim during prosecution.”). Curiously, Cruciferous Sprout found
the preamble limiting even while applying the rule that a newly discovered benefit did not
render the invention patentable because it was inherent. /n re Cruciferous Sprout Patent Litig.,
301 F.3d at 1352.

8 ELLIS, supra note 85, § 271, at 358 (“The function set out in the ‘whereby’ clause is the
inevitable result of the structure set forth in the preceding portion of the claim. It adds nothing
that aids patentability as it is purely explanatory of the modus operandi of the structure
claimed.”); see also Ex parte Dyrssen, No. 2844, 1930 WL 23430, at *2 (B.P.A.L Feb. 4,
1930) (“Appellant contends that the term ‘whereby’ is a limitation on the means referred to
rather than an indication of result.”).

%0 The Federal Circuit has also said that you cannot mix method and apparatus elements in
the same claim. Adding method steps to a structural claim renders it indefinite, the court says,
because it is too hard to understand who is infringing such a claim. IPXL Holdings v.
Amazon.com, Inc., 430 F.3d 1377, 1384 (Fed. Cir. 2005) (“Because claim 25 recites both a
system and the method for using that system, it does not apprise a person of ordinary skill in
the art of its scope, and it is invalid under section 112, paragraph 2.”). Except, again, where it
does not. See Mastermine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1315 (Fed. Cir.
2017) (rejecting that rule).

ol 187 F.2d 150 (C.C.P.A. 1951).
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preamble to “distinguish . . . the claim over the prior art.”? In a comprehensive
appendix of cases, the court listed reasons why different cases ended up on one
side or the other. Its approach was descriptive, not prescriptive. Unfortunately,
the court’s description of outcomes was largely taken as prescriptive going
forward. The patchwork of tests I described above stems back largely to Kropa.

One final set of cases contributed to the decision to ignore preambles. Those
cases have treated patent claims fundamentally differently in patent prosecution
than in litigation. The PTO gives claims in patent applications their ‘“broadest
reasonable interpretation.”3 As part of that “broadest reasonable interpretation,”
the Federal Circuit used to ignore process limitations in the making of
products.®* So-called “product-by-process” claims by their literal terms cover a
particular chemical made in a particular way.?> For decades the PTO and the
courts pretended the process limitations weren’t there, reading (for example)
“element 95” and “element 95 produced by the operation of a particle
accelerator” as identical.”® The PTO also used to ignore the rules governing
“means-plus-function” claims, reading them to cover any possible means for
implementing that function when deciding whether to grant patents, even though
they were interpreted in court to cover only the specific implementations
described in the patent and equivalents thereof.’ There was, in other words, a
history of the PTO ignoring claim construction rules and parts of the claim in
the service of making sure not to issue a claim that might be read too broadly.
Most of those rules have been dismantled, but they left a legacy that influenced
the court’s treatment of preambles.

92 Id. 158-59 (“The structure recited in the count following the introductory clause was a
self-contained description and did not depend for completeness upon the introductory
clause.”).

9 Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2144 (2016) (affirming PTO’s use
of different standards than courts in construing claims). For discussion of the history of this
doctrine, see generally Jeftrey A. Lefstin, Claim Construction, Appeal, and the Predictability
of Interpretive Regimes, 61 U. MiaMI L. REv. 1033 (2007). The PTO recently abandoned that
rule in inter partes review proceedings but still uses it in patent prosecution. See PTAB Issues
Claim Construction Final Rule, U.S. PAT. & TRADEMARK OFF., https://www.uspto.gov
/patents-application-process/patent-trial-and-appeal-board/procedures/ptab-issues-claim-
construction [https://perma.cc/RJU5-LCNH] (last visited Feb. 19, 2020).

% E.g., Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed.
Cir. 1991) (“In determining patentability we construe the product as not limited by the process
stated in the claims.”), overruled by Abbott Labs. v. Sandoz, Inc., 566 F.3d 1282 (Fed. Cir.
2009) (en banc).

% Id.

% This example is taken from In re Seeborg, 328 F.2d 996, 999 (C.C.P.A. 1964).

7 In re Donaldson Co., 16 F.3d 1189, 1195 (Fed. Cir. 1994) (en banc) (discussing history
of this rule and overruling it).



2020] WITHOUT PREAMBLE 377

II. BREATHING LIFE AND MEANING INTO CLAIM CONSTRUCTION DOCTRINE

A. The lllogic of Ignoring Preambles

The Federal Circuit’s preamble rules don’t make a lot of sense in modern
claim construction. While centuries ago we focused on the heart of the claim—
so-called “central claiming”—we no longer do.?® Rather, the effort of claim
drafting is to establish a sort of virtual fence around the outer boundaries of what
is claimed. Every concept in a patent claim narrows the area within that
boundary, since it is axiomatic that a patent is literally infringed only if each and
every element of the patent claim is present in the accused device.®® And so, as
noted above, courts have generally treated every word of the body of the patent
claim as limiting the scope of the claim. !0

9% See Burk & Lemley, supra note 26, at 1746-47 (describing history); Jeanne C. Fromer,
Claiming Intellectual Property, 76 U. CHL L. REv. 719, 731-41 (2009) (recounting history,
then describing vestiges of that history in current practice).

9 Liberty Ammunition, Inc. v. United States, 835 F.3d 1388, 1398-99 (Fed. Cir. 2016)
(“[It is] well settled that each element of a claim is material and essential, and that in order
for a court to find infringement, the plaintiff must show the presence of every element or its
substantial equivalent in the accused device.” (quoting Lemelson v. United States, 752 F.2d
1538, 1551 (Fed. Cir. 1985))).

That statement ignores two significant complications. First, the doctrine of equivalents
allows patent owners to point to an insubstantial difference between one element in the patent
and the corresponding accused product. See Warner-Jenkinson Co. v. Hilton Davis Chem.
Co., 520 U.S. 17, 29, 32-34 (1997) (affirming while limiting doctrine of equivalents to
element-by-element application and to equivalents that would not have barred patentability);
Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 608 (1950) (holding that
doctrine of equivalents enables patentee “to proceed against the producer of a device ‘if it
performs substantially the same function in substantially the same way to obtain the same
result’” (quoting Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 42 (1929))). That doesn’t
avoid the all-element rule, however; it merely broadens what can qualify as the same as that
element. Warner-Jenkinson Co., 520 U.S. at 29.

Second, courts are remarkably vague as to what constitutes an “element” for purposes of
this rule. See Dan L. Burk & Mark A. Lemley, Quantum Patent Mechanics,9 LEWIS & CLARK
L. REv. 29, 41-42 (2005) (“Given the large number of instances in which the size of the
element matters, it is somewhat surprising that there is no legal standard for deciding what
constitutes an element of the invention.”). While some early courts have read large
combinations of words to be a single element, the more recent trend has been to treat every
word or short phrase as a separate element. See Mark A. Lemley, The Fractioning of Patent
Law, in INTELLECTUAL PROPERTY AND THE COMMON LAW 504, 511 (Shyamkrishna Balganesh
ed., 2013) (concluding that this renders the doctrine of equivalents in practice “all but dead
today”).

190 The one bizarre exception to this norm was in product-by-process claiming, where one
line of precedent bizarrely held that the patent was not strictly limited by the language
describing the process; put another way, the patent was not limited to products derived only
through that process. E.g., Scripps Clinic, 927 F.2d at 1583 (“In determining patentability we



378 BOSTON UNIVERSITY LAW REVIEW [Vol. 100:357

Excluding preambles from that doctrine makes no sense. The words of a
preamble logically define and therefore narrow the scope of the claims no less
than any other words in the claim.!%! Further, even the preambles held not to be
limiting are rarely mere surplusage. Rather, they involve substantial elements of
the invention—elements the court simply doesn’t consider.

The justifications the Federal Circuit has sometimes given for excluding
preambles from the scope of claims aren’t particularly satisfying. Sometimes the
court ignores the preamble on the grounds that the preamble’s terms merely
repeat or summarize those in the body of the claim.!°? While one can imagine
cases where that is true, if it really were true there would be no need to ignore
the preamble. Presumably, considering the preamble in that case shouldn’t affect
the scope of the claim. But that’s not what drives the preamble cases. To the
contrary, the significant amount of litigation over whether the preamble is
limiting'% is itself an indication that preambles matter quite frequently. They
surely matter to the parties willing to litigate the question to decision and appeal.

construe the product as not limited by the process stated in the claims.”). That line of precedent
no longer applies. See Abbott Labs., 566 F.3d at 1293 (“To the extent that Scripps Clinic is
inconsistent with this rule, this court hereby expressly overrules Scripps Clinic.”).

101 Cf. Allergan Sales, LLC v. Sandoz, Inc., 935 F.3d 1370, 1381 (Fed. Cir. 2019) (Prost,
C.J., concurring) (noting that appellant “attempts to label over halfthe claim language in claim
1 as a mere ‘intended result’”).

102 See, e.g., STX, LLC v. Brine, Inc., 211 F.3d 588, 591 (Fed. Cir. 2000) (holding that
features extolled in preamble were already intrinsic to elements claimed in body); IMS Tech.,
Inc. v. Haas Automation, Inc., 206 F.3d 1422, 1434 (Fed. Cir. 2000) (holding that “control
apparatus” in preamble summed up what was defined in the claim body).

103 A cursory search I performed on Westlaw revealed six Federal Circuit cases between
August 2018 and January 2019 where a party or judge invoked a preamble as relevant to
resolving the dispute out of fifty total cases involving claim construction. The six cases
including preamble issues are Barry v. Medtronic, Inc., 914 F.3d 1310, 1341 (Fed. Cir. 2019)
(Prost, C.J., dissenting in part) (arguing, in contrast to majority, that analysis of reduction to
practice could have been informed by purpose stated in claim preamble); Realtime Data, LLC
v. lancu, 912 F.3d 1368, 1371 (Fed. Cir. 2019) (reciting challenger’s argument that prior art
reference “disclosed the preamble” of disputed patent claim); Acceleration Bay, LLC v.
Activision Blizzard Inc., 908 F.3d 765, 771 (Fed. Cir. 2018) (construing “game environment”
and “information delivery service” as nonlimiting preamble terms because they did “not
impart any structure into or serve as antecedents for the claims at issue” but rather gave an
“intended use for what is otherwise a claim for a network™); Teva Pharmaceuticals USA, Inc.
v. Sandoz Inc. (In re Copaxone Consolidated Cases), 906 F.3d 1013, 1023 (Fed. Cir. 2018)
(reasoning that language describing medical result of method of administering drug was
nonlimiting and could not save patent from finding of invalidity for obviousness);
Bondyopadhyay v. United States, 748 F. App’x 301, 305 (Fed. Cir. 2018) (construing
“geodesic sphere” in preamble as limiting invented antenna—a finding essential to reaching
the outcome that the accused antenna with only a 120-degree field of view was noninfringing);
and Google LLC v. Personal Audio, LLC, 743 F. App’x 978, 986 (Fed. Cir. 2018) (assuming
but not deciding that preamble was limiting).
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By definition, the preambles in those terms added limitations to the claim that
weren’t present in the body of the claim; otherwise there would be no reason to
have the fight.!04

The strongest argument for ignoring preambles as unnecessary might involve
Jepson claims. After all, Jepson claims expressly identify the preamble as prior
art and not what the patentee claims to have contributed.!?> I’m not sure that
means we should ignore it (the patentee chose to write it, after all), but the case
for doing so is better than in the new use cases or environment cases that I
discuss below. Ironically, however, Jepson claiming is the one place where we
do treat the preamble as limiting: “It is clear that the preamble in a Jepson claim
does constitute a limitation for purposes of determining patentability and
infringement.”1%6

A second proffered justification hearkens back to the pre-Federal Circuit rule
that a statement of purpose or use for a device isn’t considered part of the claim;
the device infringes regardless of how it is used.!'%” But that rule too makes little
sense. If [ want to claim a device, however used, it is simple enough to do so. If
I bother to add a limitation on how the device is made or used, it is often because
I need to do so to narrow my claim and avoid the prior art. If my idea is to put a
funnel over a bag of popcorn so that only a few kernels come out at a time, I
may or may not have a new invention,'%® but my invention is surely not the

104 Cf. Eon Corp. IP Holdings v. Silver Spring Networks, Inc., 815 F.3d 1314, 1319 (Fed.
Cir. 2016) (holding that if there is disagreement over scope of patent, it is to be resolved as
matter of claim construction, not by refusing to define disputed terms); O2 Micro Int’1 Ltd. v.
Beyond Innovation Tech. Co., 521 F.3d 1351, 1360 (Fed. Cir. 2008) (“When the parties raise
an actual dispute regarding the proper scope of these claims, the court, not the jury, must
resolve that dispute.”).

105 See Williams Mfg. Co. v. United Shoe Mach. Corp., 316 U.S. 364, 369 (1942) (“Such
preliminary statement is commonly and properly used to specify the type of machine in which
the claimed subsidiary combination of elements works an improvement over the prior art.”).

106 3 CHISUM, supra note 55, § 8.06[1][c]; see also, e.g., Epcon Gas Sys., Inc. v. Bauer
Compressors, Inc., 279 F.3d 1022, 1029 (Fed. Cir. 2002) (“Because claims 2 and 16 are in
Jepson format, the preamble helps define the scope of the invention.”).

107 Indeed, one case, for example, applied this old doctrine to bar any limitations from a
preamble stating “[a] floor mat . . . ” because this stated a use but not a structure. In re Dense,
156 F.2d 76, 77 (C.C.P.A. 1946) (“In article claims invention must be described in terms of
structure and not those of intended use.”); see also In re Prindle, 297 F.2d 251, 253 (C.C.P.A.
1962) (holding that tinsel for decorating Christmas trees was anticipated by tinsel not used for
decorating Christmas trees because “it is well-settled that such intended use expressions
cannot serve to patentably distinguish claims from references which otherwise meet them”).
But c¢f Abbott Labs. v. Sandoz, Inc., 566 F.3d 1282, 1299 (Fed. Cir. 2009) (en banc)
(Newman, J., dissenting in part) (detailing pre-Abbott precedent that product infringes on
product-by-process patent regardless of process used to derive it).

198 The Federal Circuit disagreed in a dubious decision. In re Schreiber, 128 F.3d 1473,
1479 (Fed. Cir. 1997) (holding that funnel top for dispensing popcorn was anticipated by
funnel for oil can). Judge Newman dissented, arguing that “[a] prior art device can not be
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funnel—it’s the particular new use to which the funnel is being put. Ignoring
that limitation means ignoring the very thing that distinguishes my invention
from the prior art. The justification for ignoring the preamble cannot rest on the
fact that we have historically improperly ignored other words of the claim too.
This turns out to be a repeated problem with the preamble cases. In one case,
the claim called for “[a] biopsy needle for use with a tissue sampling device
having a housing with a forward end, a first slide mounted for longitudinal
motion within said housing, and a second slide mounted for longitudinal motion
within said housing, said biopsy needle comprising.”!% The “housing” here was
held to be merely a point of reference for understanding the claimed needle
rather than a part of the claim itself; this construction precluded some of
defendant’s invalidity contentions!!? but ultimately also plaintiff’s infringement
case.'!! What made the case especially odd was that “said housing” was later
cited in the body of the claim!'>—a finding that as we said usually leads courts
to read the preamble as limiting. But here, as in an earlier case for a weaving
apparatus described with respect to a weaving machine it improved,!'3 the

altered by the Board and then found to anticipate a different invention in whose image it was
recreated.” Id. at 1480 (Newman, J., dissenting). The patent applicant succeeded in obtaining
the patent—after newly limiting the funnel opening to be “of a diameter greater than one
inch.” U.S. Patent No. 6,431,415 claim 1 (filed Dec. 23, 1997); see also MERGES & DUFFY,
supra note 29, at 402-03 (discussing case).

109 C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1348-49 (Fed. Cir. 1998); see also
McFarlane, supra note 49, at 698-99 (discussing case and stating that the “preamble of the
claim does not limit the scope of the claim”).

10 C.R. Bard, 157 F.3d at 1350 (“On the correct construction of the preamble, it
contributes no basis of invalidity on the ground of anticipation.”).

1 Jd. at 1362-64 (describing that “in the M3 Systems device a handle connected through
the rear of the housing acts on sleds bearing the needles; M3’s device relies on the lever action
of the handle, as opposed to a rotating sleeve, to pull, rather than push, the needle sleds
sequentially back toward their respective latches” and that this allowed for the court to say a
“reasonable jury could have found that the structure using rotational tensioning as the
energizing means is substantially different from the energizing structure in the M3 Systems
guns”).

112 Jd. at 1348-49 (“We direct our discussion of validity primarily to claim 21, for the claim
is representative and M3 Systems’ expert witnesses admitted infringement of claim 21 by
M3’s original ACN needles: A biopsy needle for use with a tissue sampling device having a
housing with a forward end, a first slide mounted for longitudinal motion within said
housing . .. .”).

113 Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870, 880 (Fed.
Cir. 1991) (“The Examiner rejected NE’s arguments, allowed the claims, and reemphasized
that the location of the cutter between the breast beam and the sley was not the critical factor’
for patentability, that the applicant was entitled to claim the ‘broadest concept’ of his
invention.”); see also McFarlane, supra note 49, at 697-98 (discussing case).
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housing that held and interacted with the needle was determined to be just a
persistent point of reference.!!*

Courts likewise have frequently ignored preambles that describe purpose,
uses, or benefits of an invention. Those preambles are often included because
the claim itself is to a new use of an existing technology. Ignoring that new use
defeats the whole purpose of the claim. In re Thuau,'"> for instance, involved a
patent claim to an existing chemical known as a leather tanning agent that was
discovered to also treat diseased tissue.!'® The only new thing about the
invention—and it was a significant one—was the discovery of the new use.
Nonetheless, the court concluded that the preamble should be ignored, reasoning
that when the structure of the chemical was complete, the requirement in the
preamble of a new use made no difference.!!” It then decided that it couldn’t
grant a patent on the chemical because it would be too confusing to distinguish
the uses:

To allow a patent for an old composition without change in any way,
merely because it may be used for a specified purpose, would result in a
situation where two compositions of exactly the same character could be
sold by merchants to consumers, but if one of the compositions was not
made by the patentee or his assignee or licensee, the merchant might be
liable to suit for infringement if the composition was used by the purchaser
for therapeutic purposes, and the user would certainly be liable to such a
suit.!18

The court lamented that result but felt it had no choice:

That appellant has made a valuable discovery in the new use of the
composition here involved we have no doubt, and it is unfortunate for him
if he cannot make claims adequate to protect such discovery, but to hold

114 See C.R. Bard, 157 F.3d at 1350 (“[T]he preamble described a ‘reference point’ that
provided guidance in understanding and construing the claim.” (quoting Vaupel
Textilmaschinen, 944 F.2d at 880)).

115 135 F.2d 344 (C.C.P.A. 1943).

116 Jd. at 346 (“The composition here claimed is a condensation product of
metacresolsulfonic acid condensed through an aldehyde. This product had long been known,
but so far as the references disclose, its use had only been for tanning purposes.”). The claim
at issue read: “A new therapeutic product for the treatment of diseased tissue, comprising a
condensation product obtained by condensing substantially pure metacresolsulfonic acid with
an aldehyde.” /d. at 345 (quoting U.S. Patent No. 2,326,578 col. 2 1. 17-21 (filed Aug. 10,
1943)).

17 See id. at 346 (“It is our opinion that not only is the weight of authority contrary to
appellant’s contention, but that it is clearly contrary to the spirit, and in our opinion contrary
to the letter of the patent laws that patents should be granted for old compositions of matter
based upon new uses of such compositions where such uses consist merely in the employment
of such compositions.”).

18 J1d. at 347.
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that every new use of an old composition may be the subject of a patent
upon the composition would lead to endless confusion and go far to destroy
the benefits of our patent laws.!!°

But of course it had a choice: it could have read the patent claim as it was written.
And indeed other cases have found “wherein” clauses describing purposes or
effects to be limiting, particularly where the specification or the prosecution
history indicate those effects to be important to patentability. 20

This problem is more general. While some inventions involve truly new
things, inventions quite often involve the applications of existing concepts in a
new context. Strip them of that context and the invention isn’t new at all. If you
want to patent a biopsy needle standing alone, there is no need to write the
preamble describing the housing. If you do describe the housing in detail, there
is likely a reason. It might be that the housing is important to the nature of the
needle. It might also be that the needle standing alone is not new, and it is the
use of this needle in this particular type of biopsy gun that is inventive. In either
case, it makes little sense to ignore the preamble. Similarly, claiming that a
method occurs “in a microfluidic system” ought to mean that the method occurs
in a microfluidic system.!'?! Ignoring that language allows patentees to reach
things that are not only beyond what they invented but also usually beyond what
anyone who read the patent would have expected. That facilitates the worst sort
of patent litigation—suits by plaintiffs whose inventions bear little or no
resemblance to what the defendant does but who see a way to lay claim to
revenues from technologies they didn’t actually invent.!??

As noted above, the PTO historically departed from normal claim
construction principles when deciding whether to grant a patent, ignoring parts
of the claims. But the Federal Circuit correctly rejected that rule en banc in In re

19 14

120 F.g., Allergan Sales, LLC v. Sandoz, Inc., 935 F.3d 1370, 1376 (Fed. Cir. 2019)
(“Accordingly, having reviewed the intrinsic evidence, we are persuaded that the ‘wherein’
clauses are material to patentability and thus limiting.”); accord id. at 1381 (Prost, C.J.,
concurring) (“Accordingly, I would hold that the claim language, specification, and
prosecution history all consistently show that the ‘wherein’ clauses place meaningful
limitations on the scope of the invention.”).

121 Bio-Rad Labs. Inc. v. 10X Genomics, Inc., 396 F. Supp. 3d 368, 381 (D. Del. 2019) (“I
do not think the 407 patent preamble requires the reaction to occur in the microfluidic system.
That ‘reaction” and ‘microfluidic system’ provide antecedent basis for the use of those terms
in the body of the claim does not necessarily convert the entire preamble into a limitation.”
(citation omitted)), appeal filed, No. 19-2285 (Fed. Cir. Aug. 19, 2019).

122 Cf. Greg Reilly, Patent “Trolls” and Claim Construction, 91 NOTRE DAME L. REv.
1045 (2016) (showing that claim construction doctrines drove patent trolls by allowing
patentees to argue that their patents covered things far removed from what they actually
designed).
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Donaldson Co.'? and Abbott Laboratories v. Sandoz, Inc.'?* As it explained in
Abbott Laboratories:

[T]he inventor is absolutely free to use process steps to define this product.
The patent will issue subject to the ordinary requirements of patentability.
The inventor will not be denied protection. Because the inventor chose to
claim the product in terms of its process, however, that definition also
governs the enforcement of the bounds of the patent right. This court cannot
simply ignore as verbiage the only definition supplied by the inventor. 25

Despite occasional backsliding since, that remains the rule today. 26

That logic applies with equal force to the preamble’s limitations on the
environment, process of manufacture, or intended use of the product. A patent
that defines itself, to use our earlier example, as a funnel used to restrict the flow
of popcorn is not the same as a patent that merely claims a funnel, however used.
True, a claim to the device alone is often a more powerful claim, both because
it’s easier to prove infringement (the patentee can target sellers of funnels
without knowing the use to which they are put, and the seller—not the user—
will be the direct infringer)'?” and because someone may come up with a later
use that no one anticipated—Ilike, say, using a funnel to restrict the flow of
popcorn.!?® We are comfortable giving the first inventor of a funnel a broad
patent that controls all funnels, even if they are put to different uses. But we may
also want to reward people who come up with particular new uses with patents
directed to those uses, like Thuau, who discovered a much more valuable use for

12516 F.3d 1189, 1195 (Fed. Cir. 1994) (en banc) (“Accordingly, the PTO may not
disregard the structure disclosed in the specification corresponding to such language when
rendering a patentability determination.”).

124 566 F.3d 1282 (Fed. Cir. 2009) (en banc).

125 Id. at 1294.

126 The Federal Circuit recently came to the right result all over again, but by way of the
wrong precedent. /n re Nordt Dev. Co., 881 F.3d 1371, 1374-76 (Fed. Cir. 2018) (citing, as if
it were still good law, overruled precedent that process-related terms generally do not limit
product-by-process claims but nonetheless coming to right result that described process by
which “injection molded” parts in the patented product were produced imposed claim
limitations that could have saved the patent from anticipation by prior art).

127 For more on In re Schreiber, see supra note 108.

128 See Ansonia Brass & Copper Co. v. Elec. Supply Co., 144 U.S. 11, 18 (1892) (finding
wires specified with paint-based insulation for burglar alarm repurposed for more demanding
lighting fixtures not patentable, even though applicant had newly appreciated efficacy of this
style of insulation); /n re Schreiber, 128 F.3d 1473, 1474 (Fed. Cir. 1997) (funnel repurposed
and optimized for dispensing popcorn); /n re Prindle, 297 F.2d 251, 253 (C.C.P.A. 1962)
(tinsel repurposed and optimized for decorating Christmas trees); Ex parte Head, 164
U.S.P.Q. (BNA) 664, 1970 WL 9522, at *1 (B.P.A.L. June 16, 1969) (rejecting new use of
ceramic glaze for brickmaking, described in preamble, as unpatentable).
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a leather tanning agent.!?® Current Federal Circuit doctrine treats the person who
comes up with a particular use as if they had claimed to invent the funnel itself,
either granting them too much protection or, more commonly, denying them any
protection. That’s foolish.

B. The Coming Demise of the Preamble Rules

If and when the nonlimiting preamble doctrine reaches the Supreme Court,
the Court is likely to make short work of the Federal Circuit’s doctrine. The
Court has variously described claim construction as a close cousin to statutory
interpretation and contract interpretation.!3? Both analogies share a detailed
focus on the meaning of individual words. The Court has increasingly
emphasized the “plain meaning” of terms even when the context might seem to
contradict them.!3! It disfavors readings of a contract or statute that would render
even a single word superfluous. '32

That focus on the commonsense idea that every part of a legally binding
document has meaning has carried over to patent law. For example, the Court

129 In re Thuau, 135 F.2d 344, 345 (C.C.P.A. 1943) (finding use for leather tanning agent
in treatment of diseased tissue).

130 See Markman v. Westview Instruments, Inc., 517 U.S. 370, 388 (1996) (“A patent is a
legal instrument, to be construed, like other legal instruments.” (quoting 2 W. ROBINSON, LAW
OF PATENTS § 732, at 481-82 (1890))). Compare Teva Pharm. USA, Inc. v. Sandoz, Inc., 135
S. Ct. 831, 837 (2015) (analogizing patent interpretation to “contract” interpretation, requiring
subsidiary factfinding), with id. at 846 (Thomas, J., dissenting) (analogizing patent
interpretation to “statutory” interpretation, lacking such factfinding).

131 Gross v. FBL Fin. Servs., Inc., 557 U.S. 167, 175-76 (2009) (“Statutory construction
must begin with the language employed by Congress and the assumption that the ordinary
meaning of that language accurately expresses the legislative purpose.” (quoting Engine Mfts.
Ass’n v. S. Coast Air Quality Mgmt. Dist., 541 U.S. 246, 252 (2004))). They increasingly
turn to dictionaries to define that meaning, not to context. See generally Mark A. Lemley,
Chief Justice Webster (2020) (unpublished manuscript) (on file with author). Indeed, the
Court’s decision in Cuozzo accepted as given that, in district court proceedings, claim
construction proceeds from ordinary meaning—and worked to justify why inter partes review
proceedings could have a separate standard. See Cuozzo Speed Techs., LLC v. Lee, 136 S.
Ct. 2131, 2143 (2016) (“And, if Congress intended to create a ‘surrogate’ for court
proceedings, why would Congress not also have intended the agency to use the claim
construction standard that district courts apply (namely, the ordinary meaning standard),
rather than the claim construction standard that patent examiners apply (namely, the broadest
reasonable construction standard)?”).

132 See Corley v. United States, 556 U.S. 303, 314 (2009) (stating that “one of the most
basic interpretive canons” is that “[a] statute should be construed so that effect is given to all
its provisions, so that no part will be inoperative or superfluous, void or insignificant”
(alteration in original) (quoting Hibbs v. Winn, 542 U.S. 88, 101 (2004))); ¢f. Int’l Multifoods
Corp. v. Commercial Union Ins. Co., 309 F.3d 76, 86 (2d Cir. 2002) (viewing New York law
as “disfavor[ing] contract interpretations that render provisions of a contract superfluous”).
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held in Warner-Jenkinson Co. v. Hilton Davis Chemical Co.13% that “[e]ach
element contained in a patent claim is deemed material to defining the scope of
the patented invention.”!34 Tt has regularly interpreted the meaning of patent
statutes by looking up terms like “exceptional” in the dictionary.'3> The
preamble rule should be no exception. As one influential court wrote a century
ago:
While it is true that this clause of itself does not describe an element in the
combination, it should not for that reason be ignored. Each of the elements
of the combination should be read in the light of this clause and should be
modified by it. Such a clause of itself may entirely fail to supply a necessary
element in a combination yet it may so affect the enumerated elements as
to give life and meaning and vitality to them, as they appear in the
combination. So, in this case, the legitimate and fair construction of the
claims, particularly in view of the specifications and drawings, requires us
to read on each element of this claim the clause which appellant insists is a
superfluity. In so doing we are not substituting an operation for an element,
nor including as an element the particular article upon which the apparatus
is to work. We are merely giving to the modifying clause the same effect
that would be given to an adjective or adverb that limits, enlarges, or
qualifies the word it modifies. 3¢

That focus on the meaning of each word is consistent with how the Court
interprets other legal documents. The Court is unlikely to make an exception for
patent claims, particularly given its disdain for patent-specific rules in other
areas'3” and the relatively weak justifications for ignoring large swaths of a

133 520 U.S. 17 (1997).

134 Id. at 29.

135 Qctane Fitness, LLC v. ICON Health & Fitness, Inc., 572 U.S. 545, 553 (2014) (looking
up “exceptional” in dictionaries to interpret 35 U.S.C. § 285); see also WesternGeco LLC v.
ION Geophysical Corp., 138 S. Ct. 2129, 2143 (2018) (stressing “the plain text of the Patent
Act and the lessons of our precedents” from non-Patent Act cases in disputing interpretation
allowing its extraterritorial application); Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S. Ct.
1923, 1933 (2016) (drawing upon other common law concepts and even a Fair Credit
Reporting Act case to define “willful” while interpreting 35 U.S.C. § 284). For a discussion
of the Supreme Court’s focus on dictionaries, see generally Lemley, supra note 131.

136 Schram Glass Mfg. Co. v. Homer Brooke Glass Co., 249 F. 228, 232-33 (7th Cir. 1918)
(citation omitted).

137 See Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898, 901 (2014) (“We conclude
that the Federal Circuit’s formulation [for § 112 means-plus-function indefiniteness], which
tolerates some ambiguous claims but not others, does not satisfy the statute’s definiteness
requirement.”); Octane Fitness, 572 U.S. at 556-57 (rejecting Federal Circuit’s bespoke
standard for “exceptional cases” that deserve fee shifting under 35 U.S.C. § 285);
MedImmune, Inc. v. Genentech, Inc., 549 U.S. 118, 137 (2007) (normalizing standing
requirements for patent licensees seeking declaratory judgments in district court); eBay Inc.
v. MercExchange, L.L.C., 547 U.S. 388, 390 (2006) (eliminating patent-specific presumption
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patent claim. Rather, the Court is likely to say what it says in every other context:
every word of the claim matters, including the preamble. 33

As with all claim construction rules, either patentees or accused infringers
may benefit from treating the preamble as a part of the patent claim in any given
case. Accused infringers often want to include the preamble because it adds
limitations to the claim and might help them avoid infringement.!3® That is
particularly true if the patent is being read to cover a product with a purpose very
different from the one identified in the preamble. But often, as in the popcorn
funnel and leather tanning agent cases, it is the patent owner who would benefit
from treating the preamble as limiting, since the patent is invalid without that
limitation. 40

The fact that the Supreme Court would likely overturn the Federal Circuit’s
labyrinthine preamble rules is probably for the best. To be honest, I have some
sympathy for an effort to pay less attention to the parts of an invention that are

that injunctive relief is always appropriate and holding that traditional four-factor test
applies); Donald Steinberg & David Chavous, Supreme Court Review of Patent Cases: What
Will Follow Ebay, Medimmune, and KSR?, 8 J. HIGH TECH. L. 185, 188 (2008) (“[Alny
perceived divergence between Federal Circuit reasoning and Supreme Court precedent will
be open to review in this new era of Supreme Court patent law activism.”).

138 Cf. Allergan Sales, LLC v. Sandoz, Inc., 935 F.3d 1370, 1381 (Fed. Cir. 2019) (Prost,
C.J., concurring) (“Sandoz invites us to start from a place of uncertainty about whether most
of the text in the body of the claim is limiting. Accepting that invitation threatens the broader
notice function of the patent claim.”).

139 F.g., Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1118
(Fed. Cir. 2004) (rejecting infringer’s view that “for use with a bottle . . . to simultaneously
cap the neck or open end and filter liquid poured out of the bottle” imposed limitations not
present in accused device (quoting U.S. Patent No. 5,609,759 col. 6 11. 46-48 (filed Mar. 11,
1997))); Kegel Co. v. AMF Bowling, Inc., 127 F.3d 1420, 1431 (Fed. Cir. 1997) (accepting
infringer’s argument that Jepson claim was limited by prior art upon which it improved);
Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870, 872 (Fed. Cir.
1991) (rejecting infringer’s view that “breast beam” in preamble of improvement related to
weaving machine was limiting); Diversitech Corp. v. Century Steps, Inc., 850 F.2d 675, 681
(Fed. Cir. 1988) (accepting infringer’s argument that claim to foam cores was limited to those
supporting equipment as described in the preamble, as this limitation was relied upon for
validity during prosecution).

140 F.g., Rapoport v. Dement, 254 F.3d 1053, 1059 (Fed. Cir. 2001) (accepting patentee’s
claim that “such treatment” in claim body required antecedent basis in preamble that triggered
limitations preserving patent’s validity over prior art); Corning Glass Works v. Sumitomo
Elec. U.S.A., Inc., 868 F.2d 1251, 1254 (Fed. Cir. 1989) (accepting patentee’s claim that
“optical waveguide” imposed limitations saving patent’s validity); /n re Stencel, 828 F.2d
751, 754-55 (Fed. Cir. 1987) (accepting patent applicant’s preamble, which described driver
for use with particular collars, as limiting to preserve validity over prior art).
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well known and to focus instead on the point of novelty.!4! Thave even suggested
that we would be better off abandoning peripheral claiming, looking instead at
what the patentee actually built or described.!#?> A focus on what the patentee
actually did, rather than the words lawyers later wrote to try to reach the outer
boundaries of the invention, might help us solve the problem of patent trolls and
dubious assertions.'** But we don’t have that system. Instead, we have a system
in which we define the scope of the invention by the words lawyers chose. As
long as we do, we should use all the words, not arbitrarily exclude some of them
from consideration some of the time.

That is particularly true because there seems no rhyme or reason to how we
decide to ignore the words of the preamble. We aren’t ignoring preambles that
just describe the prior art and counting the ones that add something new. To the
contrary, Jepson claim preambles are treated as limiting even though they
describe the prior art, while new uses in cases like Thuau are ignored. Coupled
with the fact that no one can predict when the doctrine will apply, we would be
better off with a simple rule: all the words of a patent claim matter. If and when
the Supreme Court takes the case, that is almost certainly the rule it will (and
should) adopt.

In the meantime, the PTO could start fixing this problem by refusing to allow
claims with any preamble other than “a process,” “a machine,” “a manufacture,”
or “a composition of matter.”'* Doing so would effectively do away with claim
language that might or might not be limiting by requiring all claim language to
be in the body of the claim.

If the PTO were to do that, it would apply only to newly issued patents. By
contrast, a court decision requiring that the words of the claim be given meaning
will be retroactive when it happens. That means that patent owners, litigants,
potential licensees, and acquirers doing due diligence need to understand that
existing patents currently interpreted one way may well mean something
different soon. Even if the PTO doesn’t act, therefore, patent owners interested
in certainty might consider not writing preambles. If they do, they should
understand that those preambles might not be limiting now but likely will be in
the not-too-distant future and that the patentee will have no control over whether
and when that will happen.

99 ¢C

141 See Lemley, supra note 21, at 1254-55 (“It is time to rethink the point-of-novelty
doctrine in patent law. I argue that ignoring the point of novelty of an invention makes little
sense as an across-the-board matter and leads to a variety of harmful consequences.”).

192 See Burk & Lemley, supra note 26, at 1765, 1783-99 (identifying problems of
peripheral claiming and proposing return to central claiming).

143 See Reilly, supra note 122, at 1056 (arguing that Markman hearings and developments
in claim construction jurisprudence have favored patent assertion entities).

144 Those are the four types of eligible patent subject matter under 35 U.S.C. § 101 (2018).
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CONCLUSION

The Federal Circuit’s rules for interpreting the preambles of patent claims are
an incoherent mess. They aren’t justified by history, logic, or policy. They hurt
both patent owners and accused infringers in individual cases, and they hurt
everyone by making it hard to understand what a patent covers. The Supreme
Court (or the en banc Federal Circuit) should get rid of all these doctrines and
simply hold that all the words of a patent claim matter.



