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TECH DEVELOPMENT

ADOBE READER OR ACROBAT WAS NOT DETECTED OR IS OUT OF DATE:  PLEASE OPEN THIS PDF IN ADOBE READER 9.0+. THIS FORM WILL NOT WORK IN OTHER PROGRAMS OR OLDER VERSIONS. 

ABOUT THIS DOCUMENT

General Information

An invention is a useful, novel, and non-obvious discovery relating to processes, machines, and compositions of matter.  It may cover such things as new or improved devices, circuits, systems, chemical compounds, drugs, etc.

 

To be patentable the invention must not be obvious to a worker with average skills in that particular technology.  In addition, with few exceptions, the discovery must not have been used by others in this country, or patented or described in a printed publication anywhere, prior to the date BU files a patent.

 

Instructions

The purpose of this Technology Disclosure Form (TDF) is to record what was invented and the circumstances under which the invention was made.  It provides the basis for a determination of patentability and the data for drafting a patent application.  It is a legally important document, which should be read carefully before completing.

 

When entering contributors 

Please include the names of any persons believed to have contributed to the invention in a meaningful way.  A co-inventor is an individual who has conceived an essential element of the invention during the evolution of the invention concept and this form will help identify which contributors might meet the criteria for inventorship. If you have questions determining who should be listed, please contact OTD at (617) 353-8996 or otd@bu.edu.

 

For Software

If you are submitting an invention related to computer software, you also need to fill out a Software Disclosure Form located in the "Bring to Market" Forms & Policies on the BU Research Support site.

 

A Technology Disclosure must be prepared and submitted for each invention conceived or first actually reduced to practice within the scope of University employment, including work under University grants and contracts with third parties; or with significant use of Boston University Resources.

 

 Please note:  Federally supported researchers are required to provide disclosure of any inventions arising from such research to the Boston University Office of Technology Development using this TDF. A TDF is considered complete (for granting agency reporting purposes) only when the TDF is signed by a Principal Investigator, and accepted by a member of the Office of Technology Development.

How to fill out and submit this form:

1. This is a smart form and must be filled out on your computer with the official Adobe Reader. (Help)2. Please complete the information and questionnaire below.

3. Clicking Yes on some check boxes will display additional mandatory fields to be completed.

4. You can save a copy of the form at any time using the Save button and complete the form at a later time.

5. Submit the form by clicking on the Submit button and following the prompts. This will send a copy of the form to OTD via your normal email. PLEASE NOTE, THE SUBMIT PROCESS WILL NOT WORK UNTIL ALL REQUIRED FIELDS ARE FILLED OUT. ALSO NOTE, PLEASE DO NOT PROVIDE SIGNATURES DURING THE SUBMISSION PROCESS. AFTER SUBMISSION, OTD WILL REVIEW AND FURTHER REQUEST ALL PARTIES TO ELECTRONICALLY SIGN THIS DOCUMENT. 

6. If the submit function fails, please manually Save and e-mail a copy to OTD at otdforms@bu.edu.

         TECHNOLOGY DISCLOSURE FORM (TDF)

TECH DEVELOPMENT

OFFICE USE ONLY

The Invention

Section 1.

The title of the invention should be brief, technically accurate, descriptive, and ten words or less. In some cases, this may be the first thing a potential licensee will look at. It should therefore describe some key feature, improvement, or key word that will catch people's attention.

Conception and Reduction to Practice

Section 2.

Intellectual concept: When and where was the complete invention conceived?      

Physical embodiment: When and where was the invention made/practiced?      

Invention Disclosures

Section 3.

Prior disclosures: Has information or have any materials associated with THIS INVENTION been disclosed to individuals outside of BU/BMCC?  If so, please describe the specific circumstances, including whether there was any expectation of confidentiality. 

    Conference abstract/poster/presentation

    Journal article

    Prospectus/thesis defense

    Outgoing material transfer

    Grant proposal

    Online database/repository          (e.g. GenBank, CAS, ATCC, EMBL,         Jackson Labs, AddGene)

    Other

Future disclosures: Are there currently any plans to disclose information or materials associated with this invention to individuals outside BU/BMCC within the next 6 months? 

    Conference abstract/poster/presentation

    Journal article

    Prospectus/thesis defense

    Outgoing material transfer

    Grant proposal

    Online database/repository          (e.g. GenBank, CAS, ATCC, EMBL,         Jackson Labs, AddGene)

    Other 

Sources of Materials and Funding

Section 4.

If the invention was created under a research project receiving materials or funding from a government agency, nonprofit entity or a commercial interest, the University may have obligations to report inventions or provide rights to the sponsor. Please carefully consider all sources of materials and funds used in the research that led to this invention, including those that apply to joint contributors (if any). Please use grant or contract numbers if available. Do not identify with University budget numbers.

Federal Support (NIH, NSF, DoD, DoE, VA, etc.)

Industry Support (Sponsored Research Agreements, SBIR/STTR, Pfizer-CTI, Gifts, etc.)

Foundation Support (Gates Foundation, etc.)

State Government Support (MTTC, MA Life Science Center, MA Green Energy, etc.)

Boston University Support (for example Ignition Award, Launch Award, Fraunhofer Alliance, Start-up Funds, etc.)

Contributors

Section 5.

BU/BMCC Contributor(s) (Please enter the primary contact first)

 This contributor is affiliated with: (check all that apply)

Primary Academic Affiliation

Other Academic Affiliation / SupportIf the Contributor received funding, space, or resources, that were used in the conception or first actual reduction to practice of the invention, from any BU/BMCC entity other than their primary academic affiliation, e.g., "All University" center/laboratory (Photonics Center, etc.) or a secondary academic appointment, please provide details:

ContributionWhat was this person's contribution to the invention? Please be as specific as possible.

Non-BU/BMCC Contributor(s) (E.g., Fraunhofer, other Universities)

 This inventor is affiliated with:

ContributionWhat was this person's contribution to the invention? Please be as specific as possible.

Participation Agreement (BU/BMCC inventors Only)

Assignment (Signatures to be completed later)

Section 6.

I/We hereby assign and/or confirm my/our prior assignment (via my/our signature of the Boston University or Boston Medical Center Intellectual Property Policy, as applicable, or employment or other agreement) of all right, title and interest to this invention to Trustees of Boston University and/or Boston Medical Center Corporation, as appropriate, and agree to execute all documents as requested, documenting the assignment to Trustees of Boston University and/or Boston Medical Center Corporation, as appropriate, of our right in this invention, including in any patent application filed on this invention.  I /We also appoint Trustees of Boston University and/or Boston Medical Center Corporation, as appropriate, as my/our common agent for prosecution of foreign patent applications filed on the invention.  I/We further agree to be bound by the Boston University or Boston Medical Center Intellectual Property Policy, as applicable, and to cooperate with the Boston University Office of Technology Development in the protection of this invention.  Trustees of Boston University and/or Boston Medical Center Corporation, as applicable, will share any royalty income derived from the invention with the inventor(s) according to its standard policies.  I understand that failure to submit to the Office of Technology Development an update to this form to show changes to my address, phone number, email address and/or employment/enrollment status may lead to delays in the receipt of my share of any license income.  

 

Further, I/We agree this form is subject to the Massachusetts Uniform Electronic Transactions Act. I/We agree that, if digitally signed, digital signatures are intended to authenticate this writing and to have the same force and effect as the use of manual signatures.

Acknowledgement (Non BU/BMC Personnel)

Section 7.

Depending on the policies of your institution, you may be required to assign your invention to your institution. This is not an assignment, rather it is an acknowledgement that you have read the contents of this invention disclosure and believe yourself to be an inventor. You should report this invention to your institution's technology transfer office. Please contact your institution's technology transfer office for more information. 

 

If digitally signed, you agree that this form is subject to the Massachusetts Uniform Electronic Transactions Act, and that digital signatures are intended to authenticate this writing and to have the same force and effect as the use of manual signatures.

.\brandheader.PNG

Boston University — Department of Veterans Affairs Reporting

As part the Cooperative Technology Administration Agreement, as amended, between Boston University, Boston Medical Center Corporation, and the the U.S. Department of Veteran's Affairs (VA), BU/BMCC is required to report certain information to the VA when a VA affiliated researcher makes an invention disclosure. The questions below will assist the VA in making a determination of their rights to this invention.

 

I, , hereby reaffirm the belief that I made an inventive contribution to BU case number , entitled "." 

1.     My contribution was made during my official VA working hours   			     

You must choose Yes or No

2.     My contribution to the invention was made with the assistance of VA:

	(a)     Facilities

You must choose Yes or No

	(b)     Equipment

You must choose Yes or No

	(c)     Materials

You must choose Yes or No

	(d)     Funds

You must choose Yes or No

	(e)     Data

You must choose Yes or No

	(f)     Time or services of other VA employees on official duty

You must choose Yes or No.

3.     My contribution:

		(a)     bears a direct relation to my VA research duties

You must choose Yes or No

		(b)     was made in consequence of my VA research duties

You must choose Yes or No

4.      Please provide additional remarks that you would like the VA to consider in determining its rights in this invention:

By signing, I hereby attest that all responses made in the preceding VA reporting form are correct. Further, I agree this form is subject to the Massachusetts Uniform Electronic Transactions Act. The persons signing this document agree that, if digitally signed, digital signatures are intended to authenticate this writing and to have the same force and effect as the use of manual signatures.

Assignment and Royalty Sharing Agreement

 

This agreement ("Agreement") is made by and between  (hereinafter referred to individually as an "Inventor" and collectively as "Inventors"), with respect to the Boston University case number  entitled "" (hereinafter the "Invention").

 

WITNESSETH

WHEREAS, Inventors collectively are ordinarily entitled to receive a share of Net Royalties (as defined in the Charles River Campus (CRC) or Boston University Medical Center (BUMC) Patent Policy (as appropriate), as may be amended from time to time) received by Trustees of Boston University (“BU”) and/or Boston Medical Center Corporation (BMCC) from licensing the Invention under Boston University's existing patent policies (the “Inventor Payout”), which payout is ordinarily made in equal shares to the Inventors unless otherwise agreed; and 

 

WHEREAS, the Inventors now wish to agree to an Inventor Payout that is not in equal shares and record said agreement with the Boston University Office of Technology Development (OTD) for purposes of distribution of Net Royalties, if and when applicable; and the Inventors understand that the initial patent filing of the Invention may be made as a provisional U.S. application, which may or may not include claims, and that a final determination of relative contribution to the Invention cannot be made until said claims are written, filed and ultimately prosecuted. Therefore, without regard to any final determination of inventorship, the Inventors agree to the following. 

 

NOW, THEREFORE, in consideration of the foregoing, the Inventors agree as follows:

 

1.         We, each of the Inventors, hereby assign all rights, titles and interests to the Invention to BU and/or BMCC (as appropriate based on the applicable patent policy) and agree to execute all documents as requested, documenting the assignment to BU and/or BMCC of our rights in the Invention, including in any patent application(s) filed that disclose and/or claim the Invention, or any part thereof.  We also appoint BU as our common agent for prosecution of any foreign patent application(s) filed that disclose and/or claim the Invention, or any part thereof.  We further agree to be bound by the CRC or BUMC Patent Policy (as appropriate) and to cooperate with OTD in the protection of the Invention, and the patent application(s) and/or patent(s) related thereto.  We acknowledge that BU and/or BMCC will share any royalty income derived from the Invention with the Inventor(s) identified in this Agreement according to its/their standard policies, as modified herein.  The undersigned Inventors understand that failure to submit timely to OTD an update to his/her address, phone number, email address and/or employment/enrollment status may lead to the delay of payment of his/her share of the Inventor Payout.

 

2.         Further, by his/her signature below, each Inventor hereby represents and warrants to BU and/or BMCC (as appropriate) and to the other Inventors that: 1) he/she has not assigned any of his/her right, title or interest in the Invention to any other party; 2) the assignment made to BU or BMCC (as the case may be) by said Inventor under this Agreement does not contradict any agreement to which he/she is a party or is bound; and, 3) he/she possesses the right to execute this Agreement.

 3.         The Inventors hereby agree to share in the Net Royalties from the Invention as follows:

 should receive 

 % of the Inventor Payout;

and each Inventor hereby authorizes OTD to distribute Net Royalties according to these percentages.

  

4.          The Inventors each acknowledge and agree that a license (the “License”) to the Invention granted through OTD (on behalf of BU and/or as agent for BMCC) may include one or more additional inventions (which may not yet be made), which may expand upon, or may tend to be used in combination with, the Invention ("New Inventions") and that such New Inventions may not be made by all of the Inventors and/or may include additional inventors.  The Inventors further acknowledge and agree that BU and/or BMCC, acting through OTD, may allocate a share of royalties received under such License to the New Inventions to compensate fairly all inventors of the New Invention and that, as a result, the Inventors may receive less Net Royalties than otherwise applicable to the Invention.  The Inventors acknowledge and agree that the percentages identified in Paragraph 3 above shall be used by OTD to distribute the Net Royalties payable to the Inventors for the New Inventions.

 

5.          Each Inventor agrees that, when a License covering the Invention is signed, this Agreement and any corresponding royalty sharing agreement(s) for any New Inventions may be incorporated by reference into a single royalty sharing agreement (or other agreement) for the purpose of distributing Net Royalties from the License.

 

6.          This Agreement shall be binding on and inure to the benefit of each of the parties hereto, their heirs, assigns and successors and may not be amended, waived or discharged except by a writing signed by all the Inventors.  

 

7.         This agreement is subject to the Massachusetts Uniform Electronic Transactions Act. The persons signing this document agree that, if digitally signed, digital signatures are intended to authenticate this writing and to have the same force and effect as the use of manual signatures.

IN WITNESS WHEREOF, the parties hereto have hereunder set their hands and seals and duly executed this Agreement:

 

Agreed to by the following Inventors:

Received by OTD on behalf of Trustees of Boston University

Signed:         _______________________________________

               Executive Director, Intellectual Property & Licensing (OTD)

You can save a copy of the form at any time using the Save button.

Submit the form by clicking on the Submit button and following the prompts. This will send a copy of the form to OTD via your normal email. Please note, the Submit process will not work until all required fields are filled out. If a required field is not filled out, you will be redirected to the field that failed to validate.

If you cannot determine why Submit validation is failing, please manually Save and e-mail a copy to OTD at otdforms@bu.edu, describing your problem, and OTD will assist you.

 

After submission, OTD will review and process this form. Usually, after review, OTD will issue a digital signature request for all parties through Echosign, a trusted third party program that will communicate with you through the email addresses you enter above. Thus, please take care to check that all email addresses are correct, and unique. In some cases, OTD may choose to forego electronic signatures, and will contact you directly to sign and date this document.

 

Please call (617) 353-4550 if you have questions.

0

0

9.0.0.2.20101008.1.734229

otdforms@bu.edu

Technology Development

Patrick Kilgore
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